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71 Filed Apr 20 1948 Harry M. Hall, Clerk 

. Lsr THE 

Disteict -Court of the United States 
Fob the District of Columbia 
Civil Action No. 1615—48 
- John G. Kurzen, Jr., 117 Adams Street, 
Brooklyn, New York, 

Plaintiff , 

— vs. - - 

Lawrence C. Kingsland, Commissioner of Patents, 
United States Patent Office, Washington, D. C., 

Defendant. 

Civil Action to Obtain Patent 

L This is an action to obtain Letters Patent under 
Revised Statutes Section 4915 (U. S. C. Title 35, Sec. 63). 
No appeal has been filed in the United States Court of 
Customs and Patent Appeals under Revised Statutes Sec¬ 
tion 4911 (U. S. C. Title 35, Sec. 59a). 

2. John G. Kurzen, Jr., the plaintiff herein, is a citizen 
of the United States and a resident of Brooklyn, in the 
County of Kings, and State of New York. 

3. Lawrence C. Kingsland, defendant, is the Commis¬ 
sioner of Patents of the United States, and a resident of 
Washington in the District of Columbia. 

4. On the 16th day of June, 1945, plaintiff, John G. 
Kurzen, Jr., duly made application in writing in the United 
States Patent Office for grant of Letters Patent, for de¬ 
sign for “Phonographs”, which application was given 

Serial No. D-120J53. 

72 5. Said application for patent contains the claim 
to which plaintiff believes himself entitled, said claim 

reading as follows: 




*' *r. . i i' 




‘The ornamental design for a phonograph as shown and 
described” 

6. Said application for patent was examined by the 
Examiner in charge thereof who finally rejected said claim; 
appeal was duly taken to the Board of Appeals of the, 
United States Patent Office, and on the 21st day of October, 
1947, said Board of Appeals rendered its decision affirming 
the rejection of the claim by the Examiner; and the de¬ 
fendant, Commissioner of Patents, refuses to grant Letters 
Patent to plaintiff including the claim aforesaid 

7. Wherefore, plaintiff demands that this Honorable 
Court adjudge that plaintiff is entitled to receive a patent 
for the invention of said application and for such other and 
further relief as is just 

Sol Shappirio 
Sol Shappirio, 

Attorney for Plaintiff. 
Washington Loan & Trust Bldg., 
National 3434. 

0. G. Messenger ■ 

0. G. Messenger 
Of Counsel. 

73 Filed Jun 4 1948 Harry M. Hull, Clerk 


W. W. Cochran, Solicitor 
United States Patent (Mice, 
Attorney for Defendant 


Answer to the Complaint 

To the Honorable the Justices of the District Court of the 
United States for the District of Columbia. 

1,2,3,4,5. .Defendant admits the allegations of para¬ 
graphs 1 to 5, inclusive. ’ - 

6. He admits that the claim of plaintiff’s application. 
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Serial No. D- 120 , 153 , for a Design patent, was finally re¬ 
jected by the primary examiner, that plaintiff duly appealed 
to the Board of Appeals from said rejection, that the Board 
of Appeals, on October 21, 1947, affirmed the rejection of 
said claim, and that defendant refuses to issue to plaintiff 
a patent including said claim. He states that plaintiff is 
not lawfully entitled thereto as it is deemed that the said 
claim is unpatentable in view of the following prior patent 
and publications, and for the reasons given in the state¬ 
ment of the Examiner in answer to the appeal and the de¬ 
cision of the Board of Appeals, copies of which will 
73£ be furnished at the trial: 

British Patent No. 236,672, July 14, 1925, 

Radio & Television Retailing, VoL 25, 1940, see 
issue of April 1940, p. 46, Fig. Philco Model TJ-12 (note 
grille)Fig. Model #357 in upper righthand comer; 
and issue of May 1940, p. 38, Fig. Modulation Trans¬ 
mitter. 

Radio & Television Retailing, VoL 25,1940, see issue of 
May 1940, p. 40, Fig. Model #550, Motorola. 

Harrison Wholesale Co. Catalog, May-June 1941, copy¬ 
right, 1941, Note portable radio set in right central 
portion of page, on outside front cover. 

Profert of a copy of this patent and publications is hereby 
made. 

7. Paragraph 7 is plaintiff's prayer to the Court, which 
paragraph defendant is not required to answer. 

W. W. Cochran 
Solicitor, U. S. 

Patent Office, 

Attorney for Defendant 

June 3, 1948. 

I hereby certify that a copy of this ANSWER TO THE 
COMPLAINT was mailed today, June 3,1948, to the attor- 
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ney for plaintiff, Mr. Sol Shappirio, Washington Loan & 
Trust Building, Washington, D. C. 

W. W. Cochran 
Solicitor 

74 Filed Dec 14 1949 Harry M. Hull, Clerk 

Order 

Upon consideration of the. fact that* John A. Marzall 
succeeded to the office of Commissioner of Patents on 
December 2,1949, in place of Lawrence C. Kingsland, who 
resigned, and it appearing that there is substantial need 
for continuing and maintaining the above-entitled action, 
now therefore it is this 13th day of December 1949 
Obdebed that John A. Marzall, Commissioner of Patents 
be and he is hereby substituted as party defendant in place 
of Lawrenec C. Kingsland, formerly Commissioner of 
Patents. 

H. A. Schweinhaut 
Judge. 

We Consent 
Sol Shappirio 
Counsel for Plaintiff 
E. L. Reynolds 
Counsel for Defendant 

and for John A. Marzall, Commissioner of Patents 
79 Filed Apr 24 1950 Harry M. Hull, Clerk 

Judgment 

This action came on to be heard at the last term and 
thereupon, upon consideration thereof, it is, this 21st day 
of April, 1950 

Adjudged that the complaint in this case be, and the 
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same hereby is dismissed with costs against the plaintiff. 

Matthew F. McGuire 
Jndge. 

Approved as to Form : 

Attorney for Plaintiff. 

April 21,1950 

76 Filed Apr 24 1950 Harry M. Hnll, Clerk 

Findings of Fact 

1. This is an action under R. S. 4915 (TJ. S. C. Title 35, 
Sec. 63) in which the plaintiff, John G. Kurzen, Jr., sought 
to have the Court authorize the allowance of this applica¬ 
tion for design patent No. 120,153 on a phonograph. 

2. The application involved in this proceeding discloses . 
a design for a phonograph cabinet comprising a box, es¬ 
sentially square in conformation but having a thickness 
substantially less than the other dimensions. The casing is 
provided with rounded corners, two side-by-side grilles 
near the top of one of the larger faces, and a handle folded 
into one of the edges. 

3. The Harrison Wholesale Co. Catalogue for May- 
June, 1941 on the outside front cover shows a radio 

77 cabinet consisting of a casing having a substantially 
' square outline and a thickness less than its other di¬ 
mensions. It is provided with slightly rounded corners and a 
pair of side-by-side grilles on the upper part of one of the 
cabinet faces. 

4. The April, 1940 issue of Radio and Television Retail¬ 
ing on page 46 shows a Philco phonograph cabinet provided 
with a grille having a rounded outline and three cross bars 
formed of the material of the cabinet. 

5. The May, 1940 issue of Radio and Television Retail¬ 
ing on page 40 shows the Motorola model No. 550 which 
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comprises a box of rectangular outline and reduced thick¬ 
ness with rounded comers. 

\ 

6. The British patent No. 236,672 discloses a phono¬ 
graph cabinet having a handle m adapted to fold into the 
side of the cabinet about hinge m'. 

7. Bounding the comers of the Harrison Co. Catalogue 
cabinet would not involve invention in view of the Motorola 
reference. Even in the absence of citation of art, rounding 
cabinet comers is a well-known expedient involving no 
invention. 

8. It would not require invention to substitute the Phil- 
co grille for those shown in the Harrison Co. Catalogue 
cabinet and the resulting combination anticipates the out¬ 
standing features of the plaintiffs design, namely the gen¬ 
eral conformation and the appearance of the two grilles. 

9. To equip the Harrison Co. Catalogue cabinet with a 
foldable handle would not entail invention in view of 

78 the showing in the British patent No. 236,672. 

10. The handle in the plaintiffs design represents 
a utilitarian feature adding nothing to the patentability 
of the design. 

11. The design of the application in issue fails to ex¬ 
hibit invention over the cited prior art 

Conclusions of Law 

1. A number of references may be used in rejecting a 
claim to a design if each of the features is old and no inven¬ 
tion is involved in combining them. 

2. The disclosed utility of a prior device cited against 
a design claim is entitled to no weight in determining 
patentability. 

3. A feature having merely a utilitarian function and 
adding nothing to the pleasing appearance of a design can¬ 
not contribute to the patentability thereof. 
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4. Plaintiff is not entitled to a patent on the design in 
issue. 

— V 

5. The complaint should be dismissed. 

.Matthew F. McGuire 
Judge 

75 Filed Apr 4 1950 Harry M. Hull, Clerk 

Memorandum Opinion 

I fail to see in the device involved anything which to 
the eye of the ordinary observer would produce a different 
effect from anything that has preceded it. It seems to me 
that the cited references disclose what I consider to be the 
outstanding features of the design of the device in question, 
namely the general conformation and the appearance of 
the two grilles. 

The change of proportions as indicated in the rounded 
corners in my judgment needs no citation. This being my 
view, I conclude the plaintiffs design manifests nothing in 
the nature of invention. 

Counsel will prepare tentative Findings of Fact to sup¬ 
port proper Order. 

Matthew F. McGuire 
McGuire, J. 

April 4,1950 

80 Filed May 12 1950 Harry M. Hull, Clerk 

. • 

Notice of Appeal 

Notice is hereby given this 12th day of May, 1950, that 
John G. Kubzen, Jb., Plaintiff hereby appeals to the United 
States Court of Appeals for the District of Columbia from 
the judgment of this Court entered on the 24th day of April, 
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1950 in favor of John A. Marzatj., Commissioner of Pat¬ 
ents against said John Q-. Ktjrzen, Jr. 

Sol Shappirio 
Attorney for Plaintiff 

Hayden Covington 
Of Counsel 
cc: John A. Marzall, 

Commissioner of Patents. 

81 Filed May 22 1950 Harry M. Hull, Clerk 

Statement of Points on Appeal 

The Court erred as follows: 

1. The Court erred in dismissing the complaint. 

2. The Court erred in entering judgment dismissing 
the complaint 

3. The Court erred in holding plaintiff’s design mani¬ 
fests nothing in the nature of invention. 

4. The Court erred in holding that the cited references 
disclose the design of plaintiffs device. 

Sol Shappirio 
Sol Shappirio 
Attorney for Plaintiff 

This is to certify that a copy of the foregoing State¬ 
ment of Points has been served on the Defendant in this 
Civil Action by first class mail, postage prepaid, this 22nd 
day of May, 1950. 

Sol Shappirio 
Attorney for Plaintiff 

Hayden Covington 
of Counsel 




10 


85 Filed Jim 8 1950 Harry M. Hull, Clerk 

Upon motion of counsel for the plaintiff, John G. Kur¬ 
zen, Jr. appellant herein, and for cause shown, it is this 
8th day of June, 1950 

Ordered that the original exhibits offered in evidence 
at the trial be made part of the record on appeal and in¬ 
cluded therein and be transmitted to the court, the United 
States Court of Appeals for the District of Columbia 
Circuit. 

Edward M. Curran 
Judge 

No objection 
E. L. Reynolds 
Solicitor, U. S. Patent Office 
Attorney for Defendant 

Proceedings 

• • • 

13 John G. Kurzen, Jr., Direct 

Q Mr. Kurzen, will you please state your full name? 
A John G. Kurzen, Jr. 

Q Where do you live, please, your residence address? 
A Brooklyn, New York, 124 Columbia Heights. 

14 Q What is your business address? 

A 117 Adam Street, Brooklyn. 

Q And what is your occupation? 

A I am a mechanical engineer. 

Q And you do your work at 117 Adam Street in 
Brooklyn? 

A Yes. 

Q Are you the same John G. Kurzen, Jr., who applied to 
the Patent Office for a design patent, which application was 
given serial number D-120,153? 

A Yes. 
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Q And that application for the design patent is for 
what? 

A It is for a design patent on a phonograph. 

Q Is that a portable phonograph? 

A Yes, sir, that is a portable phonograph. 

Q Will you please tell us about that portable phono¬ 
graph; its use and appearance? 

A Well, this is a portable phonograph. It looks about 
square and it is thin, possibly about one-fourth of the thick¬ 
ness of the width and the height, and it has two grilles in 
it where the sound comes out, and it is a midget phonograph. 
It is not a big one like the usual horizontal type. 

Q Is it made and designed in a peculiar manner differ¬ 
ent from all other portable phonographs? 

15 Yes, it is. 

Q In what way is it different from all other 
portable phonographs in design? 

A It is a midget. It is much smaller than the other types 
of phonographs. They are usually broad and lay flat and 
relatively high. 

Q And does your phonograph operate vertically while 
it is in a vertical position? 

A Yes; it operates vertically or in any other position. 

Q Do all other portable phonographs operate in a hori¬ 
zontal position? 

A Yes, all that I know of. 

Q There is one other phonograph that is much larger 
than that which operates in a vertical position, and that is 
one you got a patent on some years ago, is that correct? 

A Yes. 

THE COUBT: We are not concerned with that. 

ME. COVINGTON: I understand. 

THE COURT: What sort of record do you play on 

that? 

THE WITNESS: It is a little seven-inch record. 


4 
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BY MB. COVINGTON: 

Q Demonstrate, will yon please? Open it np. As a mat¬ 
ter of curiosity, Your Honor, it is novel. Will you stand up 
and show it to the Judge? 

• • • 

18 Q Will you describe generally, Mr. Kurzen, for 
the sake of the record, the outward appearance of 
the phonograph which you have invented? 

A Well, the phonograph is about square in appearance; 
it is a midget. It is about one-fourth as thick as it is broad 
and high. It has two grille-like openings near the top; and 
it has rounded corners; and this radius on the edge as to 
the comers, and it has a lid-parting line around the edges, 
and it stands upright 

Q And attached at the top is a leather strap, is that 
not so, a shoulder strap? 

A Yes. 

Q And how can the phonograph be carried or used? 
A It can be carried either in the hand or on the shoulder. 
Q And it is similar, is it not, to some small personal 
radios that are now in use? 

A Yes. 

• • • 

20 A It is possibly one-third from the back edge. 
Q Of the thickness side, is that correct? 

A Yes. 

THE COUBT: Is it a plastic case? 

THE WITNESS: Yes, plastic. 

BY MB. COVINGTON: 

Q And it has certain openings, does it not, on the face 
of the case? 

A Yes. . 

. Q That grille work, how many openings are there in 
the grille? 
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A There are two openings and they are divided np into 
louvres of four sections each horizontally. 

Q And the grille work itself is more or less round in 
appearance, is that correct? 

A Yes, elliptically round, you might call it. 

Q And it sort of gives an appearance as though there 
were two eyes there, is that correct, at the top of the de¬ 
vice? 

A Yes, that is the way it impresses me. 

Q And those openings there are for what purpose? 

A They are for emitting the sound and also the appear¬ 
ance of the case. 

• • • 

21 THE COURT: May I interrupt here? Is the 

Patent Office claiming that there is a basic resem¬ 
blance between the device here for which patent is sought, 
and the Philco exhibit, or are you referring to the rounded 
edge and the louvres on the front part of the Philco? 

MR. COCHRAN: We are using that Philco only for 
the grille. 

• • # 

24 Q Now, Mr. Kurzen, taking the other device that 
appears in Plaintiffs Exhibit 1, the next one, which 

is that? 

A The Motorola. 

Q That is an automobile radio, is that correct? 

A Yes, it is an automobile radio housing, which houses 
just the electrical equipment 

MR. COVINGTON: And for the sake of the record, 
Mr. Cochran, what does the Patent Office cite that for? 
MR. COCHRAN: Which one is that? 

25 MR. COVINGTON: The Motorola, the automo¬ 
bile radio. . 
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THE COURT: The rounded edges, I understood you 
to say. 

MR. COCHRAN : That was to show merely the rounded 
edges in combination with general conformation of the 
cabinet. 

• • • 

28 A The Kurzen device has a handle that operates 
with the machine in a vertical position, that folds 
into a recess and that is used as a winding handle; whereas 
the British device works in a horizontal position, as shown 
here by the drawings by the Patent Office citation. 

Q How does the handle fit into your device when not 
in use, as compared with the handle on the British patent? 

A Well, it fits into the case in a vertical position, in an 
upright position. 

• '• • 

30 Q Compare the grille work in the Kurzen device 
with that of the General Electric, as well as the 

whole structure of the General Electric transmitter. 

A Well, the General Electric transmitter is a big case. 
Q When you say a big case, about how high is it? 

A Possibly six feet high. 

Q And how wide? 

A And about five feet wide, and it has two grille-like 
openings about a third of the way down. And these 

31 openings appear to be made out of glass and some 
kind of decorative metal strips, or wire. 

Q In that opening does the grille work have the same 
general appearance as yours, or is there a difference in 
the appearance? 

A Well, it looks different— 

Q In what respect? 

A Those are rectangular, and the louvres are very, very 
narrow; that decorative grille is very narrow strips of 
metal. 


• • • 
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33 Q Has your design made any radical and dis¬ 
tinctive change in the type of portable phonograph 

at all? 

A Yes, it has, from the horizontal to the vertical. The 
Kurzen device is a vertical one which is altogether new. 

• • • 

35 Q And yours is more easily adaptable to a per¬ 
son carrying on his body, as a woman’s purse is, 
whereas the others are clumsy when used on the person, 
is that right? . 

A Yes, that is right. 

Q How about the weight of that phonograph as com¬ 
pared with the transmitter? 

A The transmitter weighs about a quarter of a ton, and 
this is just a few pounds. 

Q Do you know of any portable phonograph that is 
suspended from the shoulder, and a personal phonograph 
like that, that operates vertically, other than your own? 

A No, I don’t know of any. 

• • i 

38 Cross-examination 

Q You have done the design work though in the 
preparation of this device? 

A Yes. 

Q As to this question of size, if you assume that you 
have a cabinet which is the same, has the same proportions 
as the Kurzen device, but it is twice the dimension in each 
direction, would you say that if you had a teaching of 
that in the prior art that you would have created a new 
design by halving each dimension? 

A I don’t quite see what you mean. 

Q I will put it another way. 

Assume for the moment that your design is someone 
else’s patent, and you have that before you, would 

39 you say that if you cut each dimension in half and 
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made the same device, only smaller, that yon would create 
a new design? 

A Well, the general overall effect, if yon cut the 
dimensions in two, that would make it only one-fourth as 
much area, that would make it one-fourth smaller, and 
they certainly would be different in size. And the mechani¬ 
cal possibilities in making something small enough, for 
example, suppose you had a big phonograph and you didn't 
have the small phonograph to put into that small cabinet, 
then manifestly a small one would be a new design. 

Q Those are mechanical difficulties, though, aren't they? 
A Yes. 

Q So as far as design is concerned, you haven't created 
a new design? 

A Well, it would leave only a quarter as much impres¬ 
sion on the eye because it is one-fourth of the size of the 
big one. 

THE COURT: It would be like a tall man and a small 
man, wouldn't it? 

THE WITNESS: Yes, I believe it would. 

THE COURT: They would both be manifest in appear¬ 
ance, a configuration of a man. In other words, if you cut 
a table down, a table that is 16 feet long, and cut it down 
to 5 feet, it is the same design, you have the same con¬ 
figuration although you have a difference in size, in 
40 length and width and thickness? 

THE WITNESS: Yes. 

THE COURT: But you would still say what you 
have there is a little bit different from the standpoint of 
appearance? 

THE WITNESS: Well, from the massiveness it would 
be a quarter as much impression on the eye; there would 
be a quarter as much mass. 

THE COURT: We will suspend for the morning recess. 

(Short recess.) 

THE COURT: Very well, you may proceed. 
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BY MB. COCHBAN: 

Q Mr. Kurzen, it is pretty well known, wouldn't you 
say, that if you have a square or a rectangle box with angu¬ 
lar comers, and you round those comers that that will 
improve the appearance of the box! 

A Yes. 

Q The Motorola reference here shows round comers, 
does it not? 

A Yes. 

Q X would like to refer you to the grille shown in the 
Philco cabinet. 

A Yes. 

Q That shows three cross bars and a grille, does 
it not? 

41 A Yes. 

Q And those cross bars are flush with the surface 
of the front of the cabinet there? 

A Yes, apparently. 

Q And that is the same situation in your design. Both 
of those things are tme in your design, and the three cross 
bars are flush with the front of the cabinet? 

A Yes. 

Q In your design the grille is curved at the four comers, 
considering one of the grilles? 

A Yes. 

Q And it is curved with a fairly large radius in re¬ 
lation to the opening as a whole? 

A With a large radius you mean at the comer? 

Q Yes. 

A No, or else I don't understand exactly what you mean. 

THE COUBT: You used the term in direct examina¬ 
tion, in reference to my inquiry of what you meant by a 
radius, as the segment of the circle that is reached by 
the application of—I was going to say compass, but you 
know what I mean. 

THE WITNESS: Yes, compass, that is right. 
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THE COURT: And that segment of the circle is called 
what? 

THE WITNESS: Chord, c-h-o-r-d. 

BY MR. COCHRAN: 

42 Q The radios curvatnre of those corners is 
snch that yon get almost a continuous curve there at 

the top of one of the grilles; it is flat in its portion but 
it is almost a continuous curve, isn't that correct? 

A Yes, it could be called a curve. 

Q If you, as a designer, had the Harrison Catalog radio 
cabinet before you, which has the two grilles, and you 
wanted to improve the appearance of those two grilles, 
would there be any difficulty in substituting the Philco 
grilles for those grilles? 

A Are you talking about the Harrison or the Philco? 
THE COURT: The Philco. 

THE WITNESS: Pardon me. 

THE COURT: The question is whether there would be 
any difficulty in substituting the grille as it appears in 
the Philco or the grille as it appears in your device. 

THE WITNESS: I would say for good appearance, 
yes, there would be some difficulty. 

BY MR. COCHRAN: 

Q What would be the difficulty? 

I would like to make it clear what the question is. The 
question is in reference to the Harrison Company disclo¬ 
sure whether there would be any difficulty in substituting 
the Philco grilles for those grilles? 

A To enhance the appearance I would say yes, 

43 but to just put them over there, no, you could do it; 
it could be done. 

Q What would be the difficulty in doing it? 

A In the general overall appearance. 

Q It would improve the appearance, would it -not, but 
there wouldn't be any mechanical difficulty in carrying out 
that substitution? 
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A I don’t think it would improve it— 

THE COURT: Yon mean to substitute the Philco grille 
for the grille that you have in your device would not be 
an improvement from the standpoint of appearance, but 
it could be done? 

THE WITNESS: Yes. 

MR. COCHRAN: If Your Honor please, I am referring 
to the Harrison Company Catalog which has two grilles 
at the top of the cabinet. 

THE COURT: What exhibit are you referring to? 

MR. COCHRAN: The one on page B, the Harrison 
Company Catalog. 

THE COURT: This one here (indicating)? 

MR. COCHRAN: Yes. 

BY MR. COCHRAN: 

Q The question was whether there would be any difficulty 
in substituting the Philco grille for this grille there; in 
other words, putting a Philco grille in place of the 
44 grille in the Harrison Company Catalog. 

A I would say this is a stamped metal plate and 
this is cut out of the wood. That is the one on the Harrison 
is the stamped metal plate and the one on the Philco is 
sawed out of the wood and covered with leatherette, mani¬ 
festly; so there would be some difficulty. 

Q Wouldn’t the Philco stamping out of the front metal 
plate of the Harrison Company Catalog grille suggest 
similar appearance to the Philco? In other words, Philco 
can be taken as a teaching, can’t it, that you can make 
grilles out of the materials of the front surface of the 
cabinet?' 

A Yes. 

Q Referring to the handle would you say as a designer 
that one of the elements of good design is simplicity? 

A Indeed, yes. 

Q Considering the handle by itself, without relation to 
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the rest of the design, would yon say that that was orna¬ 
mental? 

A Well, I believe it could be referred to as ornamental 
as applied there, or you say just taking the handle by it¬ 
self? Certain proportions could be made to make it orna¬ 
mental. . 

Q But your handle is not particularly ornamental. 

A I would say it is. 

Q Have you made an attempt to hide it there? 

45 A As much as possible but as much to fit in with 
the particular design. 

Q Assuming that the internal structure here was such 
that you could completely eliminate that handle from 
the outside of the cabinet, wouldn't you say you would have 
a more ornamental cabinet and better design? 

A Well, I believe you could, yes. 

Q How can you say that the handle contributes to the 
esthetic properties of the cabinet? 

A Well, the design of it, since it is flat and narrow. 

Q But it would be better to leave it out, I believe you 
just testified? 

A That would be impossible to leave it out in this case. 

Q You mean since you have to have a handle you 
couldn't eliminate it, the manner in which you have it 
attached there contributes to the general ornamental value 
of the device? 

A Yes. In other words there is a problem there of either 
having a handle for accessibility, which would be easy to 
use, or something you would have to open the case up and 
wind, and for that reason it was enclosed in the general de¬ 
sign as an ornamental piece. 

Q But it is because of the internal mechanical neces¬ 
sities of the thing that you must have a handle? 

A Obviously, yes. 

Q Referring to the British patent which was 
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cited in connection with the handle, it hinges into the 
cabinet similar to yonrs, doesn’t it? 

A Yes. 

Q And he solved this question of compactness the same 
way that you do? 

A Yes. 

Q I believe you testified that his operated horizontally 
where yours operates vertically? 

A Yes. 

Q And you also testified your device will operate in 
any position? 

A Yes. 

Q So if you lay your device on its back then in what 
position is the handle? 

A It is horizontal if you laid it down. 

MB. COCHBAN: And that is exactly the way it is 
shown in the British reference. That is all. • 

• • • 

48 Robert Hatzfeld, Direct 

Q Will you state your name? 

A Bobert Hatzfeld. 

Q Are you associated with Mr. Arnold Howlett in the 
operation of Badio Station WBBB, Staten Island in New 
York City? 

A I am. 

Q Are you acquainted with the plaintiff, John G. 
Kurzen? 

A That is right. 

Q And have you seen the device and the drawings of 
his device as well as the drawings of the five refer- 

49 ences adverted to by the Patent Office as grounds 
for denying his application? 

A I have. 

Q I show you the Plaintiff’s Exhibit 1, which has at 
the base photographs of the five references, four of which 
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appear at the "bottom of the exhibit and the fifth, the Brit¬ 
ish patent, appearing at the upper right-hand comer of 
the exhibit. I would like you to take that exhibit and then 
explain to the Court whether there is any similarity in the 
general overall appearance between the five references 
made by the Patent Office and the Kurzen phonograph? 

A The first on the left— 

Q May I ask first, please, in what capacity do you serve 
Radio Station WBBR in New York City? 

A I am one of the engineers. 

Q And are you familiar with sound amplifying devices, 
phonograph and radio transmitters and electrical devices? 

A I have had close contact with repair, manufacture 
and all phases of the sound and reproduction of electrically 
and mechanically operated devices. 

Q As an expert have you given advice with respect to 
the purchase of equipment for the radio and sound ampli¬ 
fying devices of the radio station? 

A I have. 

Q Are you familiar with the references made by 
50 the Patent Office in the Kurzen device? 

A I have studied the references. 

Q And have you also studied the Kurzen device as de¬ 
scribed in the application for a design-patent? 

A I have. 

Q Will you please explain to the Judge whether there 
is any general overall similarity or any differences be¬ 
tween the overall appearance of the Kurzen device and the 
five references appearing on the exhibit? 

A The first exhibit on the left is the Philco radio-phono¬ 
graph, which is an electrical device for reproducing sound. 

On the front of it the opening is to my mind much differ¬ 
ent and doesn't resemble the opening except having three 
bars across the front of it. The center bar in this case is 
a little heavier than the other two, but the general con¬ 
figuration of the outside edge of the opening is more of an 
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oval than either one of these two openings. These two have 
more of a rectangular effect although there are no straight 
lines involved. 

THE COUET: When you say “these two,” are you re¬ 
ferring to the Kurzen device? 

THE WITNESS: The Kurzen device. The two openings 
on the Kurzen device have more of a rectangular effect 
although there is no straight line involved; where 

51 the Philco has the effect of the appearance of an 
oval, and that is accentuated by the parting line 

which, when the machine is in use, the cover is open and 
the parting line accentuates the oval effect of the opening 
on it. On the Kurzen device we have two openings, and it 
would be a stretch of the imagination to take that one open¬ 
ing and say that that machine is predecessor to this one. The 
proportions of course on the other machine are of great 
difference in this case because the Philco machine is very 
large and bulky, and that really was the reason for de¬ 
signing a portable machine, a personal portable. The Phil¬ 
co machine has to be opened in order to play the record, 
place the metal on the record, so it is an altogether different 
device; it has no similarity of appearance at all. 

The next one, the Motorola, is a metal stamping and has 
no particular function as appeals to the eye. It is merely 
a case to enclose the mechanism, which is usually placed 
under the dashboard, and then there is a cable runs up 
from that onto the dashboard so you can tune your station 
in; there is another cable runs to a loud speaker which is in 
another case. In the Motorola the face of the machine is 
a rectangular shape, where in the Kurzen machine the 
face of the machine is a square shape and the radiuses of 
this Motorola case appear to be all the same all the way 
around the front edge and also on the four corners, where 
on the Kurzen device the front edge radius is small 

52 and the outside comer is a much larger radius. 

. It would be stretching the imagination to say that 





we would look at the Motorola and then go and design 
another case with different radiuses and say anyone that 
would come along and say that it resembles it or that we 
copied from it I had nothing to do with this design; I am 
just speaking in those terms. 

This next exhibit here is the Harrison Wholesale. The 
corners, if rounded on there, are just barely rounded in 
order to make it easy to cover the case. The grille work 
in the front is a stamping or molding of some kind that 
is placed on the outside of the case, and it is not part of 
the case; it is not built into the case; it is an attachment 
that is fastened to the outside. 

The control knobs are on the front of this machine and 
they really interfere with the grille work, with the sym¬ 
metrical design of the grille work. The grille had to be 
amended, you might say, in the two lower corners in order 
to make room for the control knobs to come through them. 

The only similarity is that there are two of them, which 
happens to be two grilles on that one, where it was conven¬ 
ient in this Kurzen device to also use two grilles, but there 
is no way of saying that you have to use one grille just 
because somebody else used two and you wouldn't want 
to copy it, and just because they have two you are not 
53 allowed to do the same thing and have two of them. 

The grilles are not anywhere near alike because 
here you have a whole lot of slots with a whole lot of 
lines between them, whereas in the Kurzen device there is 
not anywhere near the same proportion. There is more 
separation between the two of them; there is more separa¬ 
tion between the two openings, and the opening part of 
the individual opening is greater in proportion to the strip 
that runs across the center to divide it 
The box also is of a rectangular shape, and not square, 
and the proportions between the grille work and the front, 
looking at the front of the machine, the proportions be¬ 
tween the front of the machine and the grille work are 
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not the same on the Harrison Wholesale Catalog as on the 
Knrzen device. It brings a different idea of proportion to 
the eye of the observer. - , • 

The radio transmitter, which is exhibited in the. pic¬ 
ture, is a device that is a large cabinet or cupboard to con- * 
tain— 

Q (Interposing) Just a minute. Tell us whether or 
not you are familiar with radio transmitters T 

A I have been a licensed operator with a Federal li¬ 
cense since 1926, and I have had occasion to inspect— 
THE COURT: I will assume that he is. 

THE WITNESS: And I have had occasion to 
54 inspect many transmitters of all kinds. 

BY MR. COVINGTON: 

Q Go ahead. 

A The transmitter is a large cabinet which is approxi¬ 
mately six and one-half feet high and approximately five 
feet wide. This one has a set of meters which are usually 
located just above eye level to make it convenient to read. 
It shows five meters across the top of it, and then a little 
blank space, and under that is what appears to be the 
grille work but which is a glass panel which is for obser¬ 
vation of the equipment inside. 

This is necessary to see into the transmitter when there 
is something that needs to be attended to inside. 

In this opening there are lines across which have the 
same visual effect as a grille opening and which gives some¬ 
what of a grille appearance. This grille work is not 
proportioned anywhere near what the Knrzen device has. 
The proportions on the General Electric transmitter, the 
grille work extends almost to the outside edge. It is nar¬ 
row compared with its length. The two grilles have the 
appearance of running all the way across the whole trans¬ 
mitter. 

Right below there they have a set of pilot lights which 
are used to indicate the functioning of the transmitter, and 


below the pilot lights we have an opening with two handles 
that is placed opposite to adjust the transmitter. 

55 Below that opening we have a blank panel to cover 
the rest of the front of it. At the bottom there is a 

recess for clearance so that when we walk up to the 
transmitter we don't bump our feet against it, but there is 
toe clearance below it here (indicating). It looks on this 
cut as though it is on pedestals. 

The outside edges of this transmitter are rounded a 
little bit. Looking at the front of it it presents an upright 
rectangle which is just a little higher than it is wide. 

The resemblance between the General Electric trans¬ 
mitter and the Kurzen device is not apparent at all because 
here we have, again, a louvre effect with many lines on it, 
and the lines themselves run all the way across the louvre, 
with the appearance of a rectangular opening with square 
comers in the opening. 

If a design patent was given on this General Electric 
transmitter it would not be because of the presence or ab¬ 
sence of those louvres but on the general appearance to the 
eye, and which in this case is much different than the Kur¬ 
zen device. 

Q Is there any similarity in the general overall ap¬ 
pearance between the Kurzen device and any one of the five 
references made by the Patent Office, as shown in the Ex¬ 
hibit 1 before you, taking the general overall appearance? 

A I don't see how anyone could mistake the Kur- 

56 zen device for any of these, or even the combined 
effect of all of them put together. 

Q You are, of course, familiar with the development 
of sound amplifying device phonographs, are you not, 
portable phonographs? 

A Yes. 

Q Will you tell the Court whether or not Mr. Kurzen 
has produced a machine that gives a new result and a new 


design or a new impression npon the eye when considering 

the device as a whole! .-’••••*' t ; . 

■« 

A Yes, I have had occasion to repair and rebuild all 
kinds of mechanical and electrical devices for reproducing 
sound, and all of the mechanical ones have been bulky, 
heavy, and inconvenient to operate. And here is a device 
that is unique and more compared with the personal radio 
as we have it today, which can be carried around con¬ 
veniently and used even by a person while walking along 
the street, or taken with them wherever they go without 
any inconvenience at all, comparing more with other things 
that they are used to carrying, rather than large, clumsy 
luggage which was the proportion of the exhibit from the 
Philco. 

, - . ' ' I . ' * ' ! _ ,L ' ' r i J ' 

The Philco and other machines of that type use a record 
which is 12 inches in diameter; therefore the machine has 
to be 14 inches wide, at least, in order to enclose the turn¬ 
table and the pickup arm and the rest of the appara- 
57 tus that goes with it. In this case in the Philco it 
probably is 17 or even 18 inches long, and all of 
those machines of that type were of those proportions. 

This is the first real departure to get the machine down 
to a real personal use where an ordinary person can 
carry it, use it, and use it conveniently while traveling or 
anywhere they happen to be going. 

Q Are not practically all the portable phonographs 
of suitcase size, whereas the Kurzen device is of pocket- 
book size? . J v . 

A That is right. 

MB. COVINGTON: That is all. "rX'L - 


Cross-examination 

/ «. it 



BY MB. COCHBAN: 


Q I believe you refer to yourself as a radio engineer? 
A That is right 
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Q In your work as a radio engineer yon are not con¬ 
cerned so much with external appearance of things bnt 
rather with the internal operation, tubes and amplifiers, 
and so forth? 

A In my work, but in my personal habits eye appeal is 
a very important thing with me. 

Q You have made radio equipment and that sort of 
thing? 

A Much of it. 

Q Have you ever made a cabinet design which 
58 resulted in a design patent? 

A No. 

Q Have you ever made a design that was put on 
sale to the public? 

A No. 

Q As to this GE transmitter you say that is a glass 
panel at the top? 

A If there was an opening there that would be the ac¬ 
cumulation of foreign matter in there and the possibility 
of someone throwing pencils and other objects into it, 
so all transmitters have a glass panel so that we can view • 
the contents and observe the operation of it. 

Q Is there a grille work in addition to the glass panel 
there? 

A This transmitter has something there that gives 
that appearance. 

Q It does show the broad idea of two grilles at the top 
of the cabinet, doesn’t it? 

A It gives that appearance. 

ME. COCHEAN: That is all. 

ME. COVINGTON: That is. all; thank you. 

THE COTJBT: Step down. 

(Witness excused.) 

Thereupon— 



M. A. Howlett. 


' -i** . v :x •**).* 

V y\« K- * ^ < . 


a witness called by the plaintiff, being first duly 
sworn, was examined and testified as follows: ,‘ : V. 

' \ , V ■ •••>-' 1 v« ■ r ."•I'' S.s-K , 


Direct Exanwnation ' 

BY MB. COVINGTON: . ; ., , > , ^ L 


. i- -I*." ’* 1 


Q . Will yon state your fall name? 


V:V 


A M. A. Howlett 


u" i “-u. - ’! - ’ _.\s't 


i- y. i 

i . „ •. 

.4 


Q Yon reside at 1111 Woodrow Road in Staten Island, 
New York City? V. , ■ •; ,- - J'* 

A That is corrects . - . •»; 

THE COURT: What is your. foil.name? ; , : 

THE WITNESS: Matthew Arnold Howlett V “r ? 

i r-r^ /lAmnTnniAtT ‘ 1 4 ' *•' \ - •* t *. •' v * * 


r - « t ~ * \ * 

*-/■ V.. iH-s 
./.r'./.-v; ' - 1 ;-*.-r •?' 


.1 ■ : 


* v ll ‘. 

, >* ^"-Tr 


BY MR. COVINGTON:.',,/. ; v/ 7 ;' 

Q Mr. Howlett, how old; JBUCS:;'ybn?'' : /• 

- A I am 61. 

Q And what business are yon in? : / > ; ; 

A I am the manager of Radio Station ; <1 * 

Q And how long have yon been in the radio broadcast- [r j“•/• \ 
mg business t . ..... : y •• .,. T ; , f 

A Since W22.. JsPXV^ 

Q And what stations have yon operated?^ 


A WBBR; WBK—• 

Q In Cleveland? • ■../>•, ' / • %'x - 

A Yes, five Ohio stations and one Brooklyn station. vvVJ# 
Q In your experience in the fidd'^oYirndib [and.;'/;'' v/' 

60 sound reproduction have yon had occasion to become .T ; x ^ 
acquainted with the development and inventions in : ; J f 
the art of sound reproducing devices such as phonographs 
and portable radios and also radio transmitters?''?*'• ***t ?*** | 
A I have, especially from the standpoint of eye ap- - ? 

peak. : . ,v ,i ‘' r / x 

Q Have yon had an opportnnity to view the device 
known as the Knrzen device, which is now under considers- 
turn by the Judge?- /^yt ■■ *:i 
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A I liave. 

Q Have you also had occasion to see in trade journals 
and in this Exhibit No. 1, which I hand to you, the five 
references made by the Patent Office as the basis for 
denying his application for design patent? 

A I have examined them, yes. 

Q Would you please take them, having under considera¬ 
tion the Kurzen device as it is described in the application 
and as shown in this phonograph that I put before you, 
and comparing the Kurzen device in the application with 
the five references made by. the Patent Office and tell us 
whether or not there is any similarity in the general 
overall appearance of the devices? 

A Well, in examining the different subjects, first this 
Philco, there doesn't appear to my mind anything that 
would be suggestive of the Kurzen device, either 
61 from the standpoint of design or from the general 
appearance after design has been accomplished. 

Q Give your reasons before you pass along to the next 
device. 

A The reason for that is that the Philco model has 
to be in one particular position and had to be designed ac¬ 
cordingly. It can function only from that one position. 

* The grille work had to be designed to permit of the open¬ 
ing at the top in order that the phonograph might function 
and that evidently dictated the grille design. 

In the Kurzen exhibit it is in no way related to the 
function of the instrument, that is in the mechanical func¬ 
tion of the instrument, because the instrument can func¬ 
tion in any position, on its back or on its side or on its 
head or on its feet, so that the grille design would play no 
part, as is so apparent in this Philco. 

Q Step to the next device. Are you through with giving 
your reasons in respect to the Philco? 

A Yes. ' 


Q Stepping to the next device, appearing in Exhibit 1, 
give ns the benefit of your information on that. 

A Well, from the standpoint particularly of the man 
on the street, shall I say, the Motorola presents more or 
less of a roly-poly design; it is accentuating the various 
radii on this, that is true, but it would never suggest 
62 what this suggests to me, simply because I know that 
this Motorola is designed to be out of sight, not to 


appear to the man on the street at alL It functions under 
the hood of the automobile and isn’t in sight 
Q You mean under the dashboard? v L\ ; ,. 

A Under the dashboard of the automobile, and is ac¬ 
tually only part of the instrument, not containing that 
which the grille work shows in the other designs. In other 
words, this Motorola doesn’t contain the loud speaker at 
all, so that there is no possible comparison and certainly 
no suggestion in anticipation of the Kurzen device, j ^ 
Q When you finish with that device step to the next 
one and give us the benefit of your experience and advice 
and information, comparing the next one with the Kurzen 
device as described in the application. 'v* 

' A This third exhibit on this exhibit which I have be¬ 
fore me shows this metal grille, a metal stamped, grille, 
with the controls attached, and doesn’t in any . sense give 
any thought or add anything to design, and most certainly 
doesn’t anticipate that which-is contained in the Kurzen 
design.. ...• „y„ : 

Q You are now referring to the Harrison portable 
radiot •*’'&:■ 

A To the Harrison portable radio, this Exhibit Na 3. 
Q All right, proceed. •. : .: £ 'riiV#".) ? 

miA ^4* in Z4* 


The box is square; true, it is portable, but it isn't 
designed as a box that would give that which the 
Kurzen instrument is designed for, portability—al¬ 
though it can be carried it is quite heavy—whereas 
the Kurzen instrument is diminutive: it is excellent in its 
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design because it is proportionate; the grille work in it is 
an integral part of the design itself; it is not something 
that is merely stamped ont and attached as this Harrison 
conld be; it conld be used and attached to any box, really, 
but no design, in the manner as the grille work is a matter 
of design of the.Kurzen exhibit. 

The General Electric transmitter— 

Q Are you familiar with that as a part of your ex¬ 
perience in the radio broadcasting field? 

A Quite familiar because we had application before 
the Federal Commission for an FM station, and on that 
occasion it was necessary that I e xamine the designs of 
the various manufactured FM transmitters. And in noting 
the designs there was one point that was clearly apparent, 
that I think is before us here, and that is the fact that 
transmitters are manufactured in single units. 

As it happens, this GE unit has two units, but if it 
were, for instance, a 1000 watt— 

Q Mr. Howlett, in that connection do you have a cir¬ 
cular put out by the General Electric people? 

A I do. * 

MR. COVINGTON: I would like to ask that that be 
identified as Plaintiff’s Exhibit 2. 

64 THE COURT: Do you offer it in evidence?' 

MR. COVINGTON: I offer it in evidence, may 
it please the Court. 

MR. COCHRAN; No objection. 

(General Electric circular marked and received 
in evidence as Plaintiff’s Exhibit No. 2.) 

BY MR. COVINGTON: ' 

Q Now, Mr. Howlett, I have in my hand, which I submit 


to you, Plaintiffs Exhibit 2, which you have identified. 
I will ask you, where did you get that sheet of paper T',. 
A This sheet appears in the year book— Y $ .7 

THE COURT: I don’t think there is any necessity for 
that. We will take it that it represents the General Elec¬ 
tric transmitter device. ; v : •) -V , : 

ME. COVINGTON: AH right, Your Honor. : - 

BY MR. COVINGTON: - ^ • • 




Q There is a photograph which is an exact replica of the 
photograph of the transmitter in the Patent Office drawings 
that have been submitted in evidence here and which ap¬ 
pear at the right of Plaintiffs Exhibit 1, is that correct? 
A That is correct/ '' V, 7.v ' ^.7'77 

Q But what additional feature does that paper discuss 
there in connection with the testimony you are how giving 
to the Court? ' **; : ; ; 

^ THE COURT: I don’t like to interrupt^ but yon 
65 are talking about Exhibit 1 with what appears on 
Exhibit 2? 

MR. COVINGTON: Yes... " % 7 

THE COURT: All right 7 7 -... ! 

BY MR. COVINGTON: 7;V_7; . ^ 

Q Plaintiffs Exhibit 2 has what on it as compared with 
Plaintiffs Exhibit 1?; ; 7 , / . ... •;. y ? 7- 

A It has, as appears before me here, an exhibit of a 
television transmitter manufactured by General Electric, 
which shows the point that is being made, that all these 
transmitters are manufactured in single units. YYYjxY 
There is here before me a picture of a 1000 watt General 
Electric television transmitter that contains three units, 
whereas the 1000 watt frequency modulation transmitter 
has two units. .7- ; : Y .;’77; : Yi!4‘^ 

If the power of the transmitter is stepped up it is done 
by merely adding a unit. . : 

Q And when a unit is added would it have the same 
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general appearance there of, say, two or three or more 
grilles? 

A Precisely. It makes the appearance of a continnons 
k grille across the front of the transmitter. 

Q Proceed, please. 

A This transmitter, that is of the two-unit—I forget 
the number of the exhibit bnt of the two-onit design—is 
really a massive affair in comparison with the Knrzen in¬ 
strument, and it is only a box; it isn't relevant to the 

66 transmitter itself at all, and it weighs over a quarter 
of a ton. 

THE COURT: What we are concerned^with is the 
relation of the cabinet of the transmitter compared with 
the relation to the cabinet under the Knrzen device.- 

THE WITNESS: The appearance of the General 
Electric cabinet is so far different from the Knrzen sim¬ 
ply because it has on the top a lot of meters; it has be¬ 
low what appears to be a grille but is actually two glass 
windows and a protective louvre design on this. 

BY MR. COVINGTON: 

Q The matter of the protective louvre is over the 
glass to prevent breakage of the glass and at the same 
time to permit vision, is that correct? 

A That is correct, and that is its only purpose. 

Below that you have your pilot lights and then the four 
handles for opening the two doors for access for tuning and 
regulating the operation of the transmitter. 

It is about six feet high, five feet wide and about two 
feet thick and permits at the bottom toe space. 

Q And what is the distance between the box and the 
floor in the space to give toe space? 

A That runs about two and one-half inches. It is not 
standing on any pedestal and it is flat on the floor and from 
the size of the appearance of the transmitter it shows no 
radius whatever; it shows perfectly straight comers 

67 when the side elevation is viewed. It is only when 



yon view the front that there appears the rounded ; 
appearance. And furthermore the side panels of the trans- : J 
mitter are removable to permit of the addition of the units 'f. 
in order to expand and expend the power of your trans- > 
mitter, and all that is part of the design difference which - ; J 
removes it in appearance entirely from that instrument ' 
of the Kurzen design. W ?*v" 

Q Mr. Howlett, is there any similarity in the general 
overall appearance between the Kurzen design and any . j 
of the five referred to by the Patent Office? j I 

A I don’t see any similarity when viewed in the light 
of the fact that here is a portable phonograph designed j*; v 
to play in any position, to be lightweight, to be diminutive, ; J i 
to be easily carried—. ’’; 

Q (Interposing) Pocketbook size? v-u 

A Pocketbook size, and to be carried from a shoulder ^ ^ 
strap by either a woman or a man.V 
When one views these various instruments in the various • 

' A. ! ' - .< , « , A't, '■ . 

exhibits there is no suggestion either in the case of! the .^i) 
grille, in the case of the shape of the cabinet, in the case j-,v ; 
of the size of the cabinet, the various radii before us, there 
is nothing that would suggest to my mind a precedent ithat ^ y; 
would cause me to anticipate the Kurzen phonograph. 

Q You are familiar with the field of phonograph 
production, of sound, and the phonographs that are 
68 available on the market* Is there any portable j)hono- i 
graph that is available of has been invented lie .the;S-' : y^ 
Kurzen device that you know of? - ^ :> 

A The only phonograph that approximates this is the ^ f r; 
one that Kurzen invented himself. I know of na other. : :> 

, Q But in design there is no other phonograph like this '.;P V : 
particular one, is there? . : :r■;'.‘i-^ 
A Not to my knowledge. ^-■ .- 1 ; 

Q Has he contributed any new impression to the eye r#; t 
or new result in this design of this pocketbook phonograph : 
that is before you? :7\' : ''-4*’£ 


r* ■ * 









A Very much so, and especially to one having any 
knowledge of this kind of device. It is proportionate; the 
thickness of the phonograph is so entirely different from 
any other of any approach of similarity in design; the 
whole appearance of the sound openings, their placement, 
their particular design, it is a matter of that which is en¬ 
tirely different, yes. 

Q Can it be said to be distinctive and newt 
A It is distinctive and inventive, if that term could 
be applied to a design for appearance sake, yes. 

. MB. COVINGTON: That is alL : 

MB. COCHBAN: No questions. - 

THE COTJBT: Step down; thank you. v■ ; 

(Witness excused.) -*■ V 1 
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G-E 1-kw picture benimitUr 


fa Frequency-Modulation Transmitters 

rN frequency-modulation broadcasting as in television—General Elec- 
L trie transmitters offer not only all the inherent advantages of the 


L trie transmitters offer not only all the inherent advantages of the 
ystem, but also exclusive features for better operation. 


raquancy-modulatlon gives 
out 

tmost complete freedom from 
terferom*' 


erfprenefe 


General Electric transmitters 
add) 

Simplified circuit designs 
Reduced tube requirements 

pcutr coverage of your primary Lower power consumption 

servite area Accessibility to all parts without 

disassembly 

High fidelity that’s amating Distortions less than l‘i% from 

30 to 7500 cycles; less than 3% 
ImpiSved economy of operation to 15,000 cycles 

Five|atings of G-E transmitters are now available— 250 watts, 1 , 3, jo, 
and g) kw. Look into the new method of sound broadcasting without 
delay 

G-E 1-kw fr«qu*ncy-mcwJuUU<m fegntmjl't 


Easy adaptability to signal relaying 


Wide-band, clasa B linear amplifier* 


fa 


Television 


Transmitters 


S UPERIOR, dependable, economical performance 
—that’s what General Electric’s new television 
transmitters are built to deliver. They meet all FCC 
regulations, NEMA and RMA standards—and in 
addition give you the benefit of G-E quality—famous 
for 60 years. 


Consider these exclusive advantages of G-E picture 
transmitters: 

Low-level modulation on a sub-carrier 


Use of the superheterodyne principle 


Vestigial sideband filtering at low level in 
receiver-type tubes 


New, specially desigped G-E tubes 


Those are just a few high spots of the new G-E 
designs—features that painstaking Q-E research has 
indicated to be necessary to give you the best per¬ 
formance, the most economical operation.- 


These new G-E television transmitters are available 
in 1-kw and 10-kw ratings for both picture and sound 
channels. 

General Electric supplies complete studio equipment, 
too—lights, cameras, controls, monitors. Investigate 
G-E Television for your service area. 
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Filed Jul 7, 1950 Harry M. Hull, Clerk 
Defts. Ex. 1 

John G. Kurzen, Jr. v. Marzall—Civil Action No. 1615-48 

A—British Patent 236,672 

B—Harrison Wholesale Co. Catalog, May-June 1941, 
copyright, 1941, Note portable radio set in right central 
portion of page, on outside front cover. 

C—Radio & Television Retailing, Vol. 25, 1940, see issue , 
of April 1940, p. 46, Fig. Philco Model U-12 (note grille); 
Fig. Model #357 in upper righthand corner; and issue of 
May 1940, p. 38, Fig. Modulation Transmitter. 

D—Radio & Television Retailing, Vol. 25,1940, see issue 
of May 1940, p. 40, Fig. Model #550, Motorola. 

E—Print of Drawing. 

F—Examiner’s Statement. 

G—Decision of Board of Appeals. 

United States Court of Appeals for the District of 
Columbia Circuit. Filed Jul. 18,1950, Joseph W. 
Stewart, Clerk 
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PATENT SPECIFICATION 



Application Otto: April 14, 1924. Ho. 8427j24. m 

Comp It to Loft: Jon. 6, 1925. 

Com plot $ Aoooptod: July 14, 1929. 

PROVISIONAL SPECIFICATION. 

improvements in Portable Talking Machines. 


236.672 


We, Columbia Gbaphophone Company, 
Looted, a company incorporated under 
the laws of Great Britain, of 102 to 108. 
Clerkenwell Road, London, K.C. 1, and 
6 FbaKk Allen Mitchell, a British sub- 

& !», of Bendon Valley, Garrott Lane, 
ndon, 8.W. 18, do hereby declare the 
nature of this invention to be as 
follows:— 

10 This invention relates to talking 
machines and the like with more par¬ 
ticular reference to portable or compact 
talking machine*. 

The invention consists in a talking 
IS machine or the like of the above char¬ 
acter having an inwardly foldable or 
otherwise collapsible crank handle pro¬ 
vided for winding the motor spring. 

The invention also consists in other 
90 details hereinafter described. 

The tension spring of the motor 
requires, some means by which it may be 
wound involving also a winding handle 
and in order that the machine may be 
gg rendered as compact as possible we pro¬ 
vide suitable means for folding away or 
collapsing the handle when not required 
in use. 

According to one arrangement the 
30 motor frame is fitted with a winding 
shaft having* a gear connected to the 
spring barrel ana provided at its outer 
end with a screw* thread or other form 
of coupling by which the winding crank 
35 may be secured thereto. The winding 
crank comprises a fiat strip or other 


member having one end hinged or 
pivoted to the coupling upon the winding 
shaft while the other end carries si pin 
upon which the handle is arranged, the 40 
parts being thus so constructed that when 
the instrument is in use the winding 
crank and handle project from the side 
of the case in the usual way. while when 
not in use they may be folded inwards 4ft 
so that the handle projects inwards 
towards the motor, thus occupying a 
more comnact position in which it may 
be retained by tne closed lid of the instru¬ 
ment or in any other suitable manner. AO 

In a modification of this part of the 
invention the winding shaft may be in 
the form of a tube having a plunged 
strip adapted to slide in and out between 
limit stops and having a handle pivotally AA 
or otherwise secured to its outer end, the 
arrangement being such that when not 
required in use the plunger strip and 
handle may be telescoped within the 
winding shaft while when the winding 00 
is to be effected the parts may be with¬ 
drawn as far as the limit stop will permit 
and then folded over so that the plunger 
strip forms the crank or winding handle. 

it Vill be understood that we may 06 
modify the construction adopted for 
obtaining a collapsible or foldable wind¬ 
ing handle depending upon any practical 
requirements that may have to be ful¬ 
filled. 

Dated this 14th day of April, 1924. 

MARKS A CLfeRK. 


COMPLETE SPECIFICATION. 

Improvements in Portable Talking Machines. 


We, Columbia Gbaphophone Company, 
Limited, a company incorporated under 
7ft the laws of Great Britain, of 102 to 108. 
Clerkenwell Road, Lomdon, E.C. 1, and 
Feawx Allen Mitchell, a British sub¬ 
ject, of Bendon Valley, Garratt Lane, 
London, 8.W. 18, do hereby declare the 
80 nature of this invention and in what 
manner the same is to be performed, to 

[Prioo 1/.] 


be particularly described and ascertained 
in and by the following statement: — 

This invention relates to portable talk¬ 
ing machines and has for its object to 8ft 
devise improvements in the construction 
and arrangement of the same. 

It has heretofore been proposed in con¬ 
nection with a jportable talking machine 
adapted to be inserted within a pedestal 90 
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236,012 
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cabinet to arrange the grip part or handle 
of the winding crank to be rotatable 
about the crank to that while the handle 
remain* outside the easing of the port* 
able machine it will when in its folded 
position lie within the enclosing cabinet 
pedestal to enable the door of the cabinet 
to be closed. 

The present Invention consists in a 
portable talking machine characterised 
by the feature that the winding crank 
and handle used for putting the motor 
driving spring under tension is con* 
* to fold so that it occupies a 


•tructed 


e a posi¬ 
tion outside the case of the portable 
machine when in use but may be folded 
to oocupy a position such that the handle 
is substantially within the casing when 
not in use without being detached from 
the motor. 

The invention also oonsists in other 
details hereinafter described. 

In the accompanying drawings 
figure 1 is a plan, with a part broken 
away, of a convenient form of talking 
machine embodying the invention, and 
figures 2 and 8 are perspective views 
showing modified forms of winding 
haqdlelm accordance with the invention. 

In constructing a talking machine the 
tension spring of the motor requires some 
means by which it may be wound involv¬ 
ing also a winding handle and in order 
that the machine may be rendered as 
compact as possible we provide suitable 
means for folding away or collapsing the 
handle when not required in use. 

According to -one arrangement the 
motor frame is fitted with a winding 
shaft I having a gear connected to the 
spring barrel and provided at its outer 
end with a screw thread or other form of 
coupling by which the winding crank 
may be secured thereto. The winding 
crank comprises a fiat strip or other 
member m having one end hinged or 
pivoted at m* to a collar or fitting upon 
the winding shaft while the other end 
carries a pin upon which the handle » is 
arranged, the parte being thus so con¬ 
structed that when the instrument is in 
use the winding crank and handle project 
from the side of the case in the usual 
way as shown by full lines in Figure 1, 
while when not in use they may be 
fielded inwards so that the handle pro¬ 
jects inwards towards the motor as shown 
m the dotted lines, where it is held by 
the spring catch o thus occupying a more 
oo mp n et position. 

Another construction for a similar 

winding handle is shown in Figure 2. 
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The winding shaft coupling is adapted 
to bo attached to the winding shaft / in* 
any suitable manner. The crank m is in 
the form of a flat strip having a rolled 
hinge m* attached to the pivot mi 1 on the 
coupling. 

When in use the <jrank and bundle 
occupy the position shown in full lines 
in Figure 2 and when out of use the 
handle is folded in tht direction of the 
arrow until it occupies the position shown 
dotted. 1 

Figure 3 shows a winding handle n 
and crank m rotatably mounted in the 
connector m • which is connected to the 
winding shaft l in any well known way. 

The pin f 1 is firmly attached to tne 
crank and operates in the slot P in the 
connector m” so that the handle can be 
folded in the direction of the arrow, but 
is held in the position shown in full linn 
when turned in the direction for putting 
the motor spring undf* tension in the 
nannl way. When out of use the handle 
la rotated into the boeition shown dotted. 

It it obvious that the winding crank 
and handle may be constructed in many 
different wave, for example, the type of 
folding handle Veed on sewing machines 
oould be adapted to take the place of the 
handles shown in the illustrations, no 
novelty being claimed for the handle 
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Having now particularly described and 
ascertained the nature of our said inven¬ 
tion and in what manner the same is to 
be performed, we declare that what we 
claun is:*— 

1. A portable talking machine charac¬ 
terised by the feature that the winding 
erank and handle used for putting the 
motor driving spring iunder tension is 
constructed to fold so that it occupies a 
position outside the ceie of the portable 
machine when in use but may be folded 
to occupy a-poeition such that the handle 
is substantially within the easing when 
not in use without beiag detached from 
the motor. 

2. A portable talk! 

ing to Claim 1 in wJ 
crank oonsists of a at 
at one end to n shal 
tbe motor driving irtK 

mg n handie st the other end to operate 
the said shaft. 

8. Improved portable talking machines 
substantially as described;with reference 
to the aeoompanyiag drawing*. 

Dated this 6th day ©if January, 1925. 

HABIB A CLERK. 
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Designs Div. - 
Boom 5889 

MAGidew Paper No. 12. 

DEPAETMENT OF COMMERCE 

United States Patent Office 
Washington, D. C. 

Mailed, Mar. 14, 1947. 

In re application of 

John G. Kurzen, Jr. Ser. No. D-120,153, Filed June 16, 
1945. For: PHONOGRAPHS 

BEFORE THE BOARD OF APPEALS ON APPEAL 

Examiner’s Statement 

This is an appeal from the action of the Examiner 
finally rejecting the following claim: 

The ornamental design for a phonograph as shown and 
and described. 

The references relied npon are: 

Radio & Television Retailing, Vol. 25, 1940, see issue 
of Apr. 1940, p. 46, Fig. Philco Model U-12 (note grille); 
Fig. Model #357 in npper righthand corner; and issue of 
May 1940, p. 38, Fig. Modulation Transmitter. 

Radio & Television Retailing, Vol. 25, 1940, see issue of 
May 1940, p. 40, Fig. Model #550, Motorola 
Harrison Wholesale Co. Catalog, May-June 1941, copy¬ 
right, 1941, Note portable radio set in right central portion 
of page, on outside front cover. 

The claim stands rejected on the ground that produc¬ 
tion of applicant’s design would not involve invention over 
the references of record. 

In general configuration the phonograph housing of the 
present design is quite similar to the Motorola automobile 
radio cited from p. 40 of the May 1940 issue of Radio 
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& Television Retailing. The speaker grilles of the present 
design are substantially conventional, an instance of the 
same being shown in the Phileo Model U-12 reference 
illustrated on p. 46 of the Apr. 1940 issue of Radio & 
Television Retailing. 

The idea of using a pair of speaker grilles is not new as 
indicated by the Harrison Wholesale Co. catalog reference 
or the G-. E. Frequency Modulation casing which even shows 
a pair of grilles in the upper front section of a cabinet. 
The particular shape of the cranking handle and the 
manner in which it fits closely on the side of the casing is 
regarded as being a purely mechanical feature of the 
design and as such is eliminated from consideration in 
determining the question of design patentability. 

The only features of the design which would seem to 
relate to appearance, namely, the grilles and the general 
configuration of the device are, as above indicated, shown 
to be old. It therefore appears that from an ornamental 
standpoint applicant has failed to contribute the requisite 
ornamental novelty to the prior art such as would warrant 
the grant of a design patent. 

On the question of design invention, attention is directed 
to the decisions in Ex parte Kelso Norman, 587 0. G. 186, 
and In re Faustmann, 155 F (2d) 388; 589 0. G. 493. 

The action of rejection is therefore deemed to be proper. 

Respectfully submitted, 

/s/ G. L. Brehm, 

Acting Examiner, 

Designs Division. 

Attorney: 

O. G. Messenger, 

P. 0. Box 6424, 

Cleveland 1, Ohio. 
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U. S. PATENT OFFICE BOARD OF APPEALS 

Mailed, Oct, 21,1947. 

Appeal No. 12,907 
Hearing: July 15, 1947 

IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF APPEALS 

Ex pcurte John G. Kurzen, Jr. 

Application for Patent filed June 16, 1945, Serial No. 
120,153. Phonographs. (Design) 

Mr. 0. G. Messenger and Mr. Sol Shappirio for applicant 

This is an appeal from the action of the Examiner 
finally rejecting the claim in this case which reads as 
follows: 

The ornamental design for a phonograph as shown and 
described. 

The references relied upon by the Examiner are: 

Radio & Television Retailing, Vol. 25, 1940, see issue 
of Apr. 1940, p. 46, Fig. Philco Model U-12 (note grille); 
Fig. Model #357 in upper righthand comer; and issue of 
May 1940, p. 38, Fig. Modulation Transmitter. 

Radio & Television Retailing, Vol. 25, 1940, see issue 
of May 1940, p. 40, Fig. Model #550 Motorola. 

Harrison Wholesale Co. Catalog, May-June 1941, copy¬ 
right, 1941, Note portable radio set in right central por¬ 
tion of page, on outside front cover. 

The subject matter of the design is a small portable 
phonograph. The design provides a casing which is of 
square outline with rounded comers and has a series of 
sound openings, the openings being outlined in two sets 
spaced apart and spaced from the outer boundaries of 
the casing. The casing is thin from front to back and has 
an opening in its side for accommodating a winding crank 
whose handle is hinged so that it may be turned back¬ 
ward in the opening in one side of the casing. 
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The Examiner rejects the claim on the ground that 
applicant’s design does not involve invention over the 
references. The Examiner states that the general config¬ 
uration of the housing of the present design is similar 
to the Motorola Automobile Radio of the May, 1940 issue 
• of Radio and Television Retailing and that the speaker 
grilles or sound openings of the present design are sub¬ 
stantially conventional, as shown in the Philco Model 
TJ-12 reference. As to the idea of using a pair of speaker 
grilles, the Examiner calls attention to the double grille 
arrangement in the Harrison Co. Catalog. The particu- 
lar N shape of the cranking handle and the manner in which 
it fits closely on the side of the casing, the Examiner re¬ 
gards as being a purely mechanical feature of the design 
and as such is to be eliminated from consideration in de¬ 
termining design patentability. 

The appellant, in his brief, lays great stress on the 
cranking handle arrangement. He states that a designer 
undertaking to improve the appearance of a portable 
phonograph, is confronted at the outset with the question 
of what to do about the winding crank, which is a very 
prominent outstanding part of the phonograph extending 
beyond the outline of the casing in an awkward unsymme- 
trical and ugly appearance. The appellant states that he 
solved this problem by hinging the winding crank to turn 
backward with the handle in an opening in the side of 
the casing and that this solution adds greatly to the orna¬ 
mental configuration of the phonograph. The appellant . 
also contends that the Examiner is not justified in com¬ 
bining a number of references to negative invention in 
the general design of the casing, the double grille ar¬ 
rangement and the configuration of the openings in each 
of the grilles. 

We have carefully considered the references and the 
contentions of the appellant. We see no reversible error 
in the Examiner’s holding that the general configuration 
of the casing and the grille arrangement is suggested by 
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the references. As in mechanical applications, references 
may be combined where the individual features of the 
design are not so correlated as to produce a unitary de¬ 
sign ornamentation. As to the winding crank arrange¬ 
ment, we agree with the Examiner that this arrangement 
is a mechanical feature of the design and is not of such 
an ornamental nature as to come within the rule that a 
utilitarian feature in a design may have such an effect 
on the ornamentation, that it may add patentable novelty 
to a design. The broad idea of hinging a cranking handle 
so that when not in use it folds against a wall of a casing 
is old in razor blade sharpeners, in ringing current gen¬ 
erators for the army field phones E. E. 8A used in the 
last war and in cameras. The decision of Ex parte Kelso 
Norman, 587 0. G. 186 and In re Faustman, 155 F (2nd) 
388; 589 0. G. 493, cited by the Examiner, clearly set 
forth the practice as to patentability of designs and sup¬ 
port the position taken by the Examiner in this case. 

The action of the Examiner is affirmed. 

In the event of appeal attention is directed to In re 
Boyce, 32 CCPA, 718, 144 Fed. (2d) 896, 1944 C. D., 609, 
568 0. G., 568, 63 USPQ 80, in regard to specifically in¬ 
cluding in the appeal notice aU grounds of rejection in 
the Examiner’s Statement not expressly overruled by the 
Board. 

BOARD OF APPEALS 
F. J. Porter 
Exammer-m-Chief 
L. P. McCAirar 
Eaximmer-ir^Chief 
H. Maratjs 
Exammer-ir^Chief 
(Acting) 
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STATEMENT OF QUESTION PRESENTED 

• ' ; I*. 

The question is whether the appellant is entitled to a 
design patent on a portable phonograph which presents a 
departure from all prior designs, the appearance of which 
attracts attention in a new and ornamental manner so as 
to promote the progress of science and useful arts within 
the meaning of Section 8, Article I of the United States 
Constitution and the laws of Congress. 
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action was instituted by the appellant in the District Court 
under Section 63 of Title 35 of the United States Code. No 
appeal was filed in the United States Court of Customs and 
Patent Appeals. [2-3] 1 

The appellee answered admitting the jurisdiction of the 
court to entertain the action. [3-4] The action was brought 
to obtain a patent on a design for a portable phonograph. 
[2-3] The court below heard evidence and dismissed the 
civil action at the cost of the appellant. [5-6] Appellant 
duly served and filed his notice of appeal. [8-9] Statement 
of points on appeal was duly served and filed. [9-10] 

STATEMENT OF THE CASE 

This is an appeal by appellant from a judgment of the 
District Court of the United States for the District of Colum¬ 
bia dismissing the complaint demanding that the appellee, 
the Commissioner of Patents, be required to issue to appel¬ 
lant letter patent for his design invention for a vertical 
type portable phonograph. [5-6] The court found that the 
design covered by the application for patent did not involve 
"anything which in the eye of the ordinary observer would 
produce a different effect from anything that has pre¬ 
ceded it”. [8] He found that the references cited by the 
Patent Office disclosed that the design had been anticipated 
by the prior art. [8] He concluded that the design "mani¬ 
fests nothing in the nature of invention”. [8] The court 
found that the appellant filed his application for design 
patent No. 120,153 on the portable phonograph. He described 
the design for the portable phonograph cabinet as "compris¬ 
ing a box, essentially square in conformation but having a 
thickness substantially less than the other dimensions. The 
casing is provided with rounded comers, two side-by-side 

1 Figures in brackets refer to the pages of the printed Appendix to 
Appellant’s Brief. 
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grilles near the top of one of the larger faces, and a handle 
folded into one of the edges.” [6] 

The court found that the large portable radio cabinet of 
the Harrison Wholesale Co. cited by the Patent Office had 
“a substantially square outline and a thickness less than its 
other dimensions. It is provided with slightly rounded cor¬ 
ners and a pair of side-by-side grilles on the upper part of 
one of the cabinet faces.” [6] The court found that the 
Philco portable phonograph cabinet was "provided with a 
grille having a rounded outline and three cross bars formed 
of the material of the cabinet.” [6] The court found that the 
Motorola automobile radio "comprises a box of rectangular 
outline and reduced thickness with rounded corners.” [7] 
The court found that the British portable phonograph 
cabinet had "a handle m adapted to fold into the side of 
the cabinet about hinge m' ”. [7] The court found that by 
combining the above cited citations in the different objects 
covered by the prior art the design of the appellant was - 
anticipated and did not involve invention. [7] The court 
concluded that separate references from different objects 
may be combined in rejecting a claim for a design patent 
and that a new and utilitarian function did not contribute 
to the patentability of the appellant’s design. [7-8] 

The application of the appellant, the drawing of his 
design and the entire proceedings of the Patent Office were 
received into evidence as Defendant’s Exhibit No. 1. The' 
original exhibits have been sent up to this Court and are 
made a part of the record. [10] Folders showing pictures of 
the various designs referred to by the Patent Office were 
also received into evidence as Plaintiff’s Exhibits No. 1 and 
No. 2. The Patent Office proceeding papers were also re¬ 
ceived into evidence as Plaintiff’s Exhibit No. 3. These 
original exhibits have all been made a part of the record on 
appeal. [10] 

The diminutive, shoulder-strap, portable phonograph 
was demonstrated to the court below by witnesses who tes- 

I r 
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tified for the appellant The object covered by the design 
under application D-120,153 was described as square, thin, 
being one-fourth as thick as it is high and wide, having two 
grilles for the emission of sound. The design was said to 
describe “a midget phonograph. It is not a big one like the 
usual horizontal type.” [11] The design shows an upright, 
portable phonograph different from all other phonographs, 
being midget in size and operating in vertical position. [11] 
The design is different from the usually broad portable 
phonographs that operate in a horizontal position. [11] The 
design shows the midget, vertical phonograph suspended 
from the shoulder by a strap similar to that of a lady's 
shoulder purse or bag. [12] 

The witness showed that the Motorola automobile radio 
relied on by the Patent Office had no similarity, it being a 
housing box for the electrical equipment of the automobile 
radio. The witness showed that no similarity existed between 
the Motorola box and the portable phonograph. [13-14] The 
witness showed that there was no similarity between the 
grillwork in the small vertical phonograph and the grill- 
work of the huge General Electric transmitter relied on by 
the Patent Office. [14-15] The witness showed that the design 
described a small phonograph easily adaptable to carrying 
on the person like a woman's purse. [15] The witness showed 
that there was no portable phonograph that had a similar 
appearance to that shown in the design. [15-16] The witness 
explained that there would be considerable difficulty ex¬ 
perienced if the rounded curves and the grillwork of the 
various devices referred to by the Patent Office were sub¬ 
stituted for that of the design in question. [17-19] 

A radio engineer showed that the appellant's design had 
no similarity to that of the five references made by the 
Patent Office in the denial of the Kurzen application. [21-29] 
It was shown that there was no similarity between the Philco 
radio-phonograph and the Kurzen design. [22] The grill¬ 
work of the Philco design “is to my mind much different and 



doesn't resemble the opening”. [22] "The two openings on 
the Kurzen device have more of a rectangular effect al¬ 
though there is no straight line involved where the Philco 
has the effect of the appearance of an oval”. [23] The 
Motorola device was distinguished in appearance by the 
witness from the Kurzen design. “It would be stretching 
the imagination to say that we would look at the Motorola 
and then go and design another case with different radiuses 
and say anyone that would come along and say that it re¬ 
sembles it or that we copied from it.” [23-24] The Harrison 
Wholesale Co. device was distinguished and shown to have 
no similarity. [24-25] The General Electric transmitter 
design relied on by the patent office was shown to be clearly 
dissimilar to the Kurzen design. “The resemblance between 
the General Electric transmitter and the Kurzen device is 
not apparent at all because here we have, again, a louvre 
effect with many lines on it, and the lines themselves run 
all the way across the louvre, with the appearance of a 
rectangular opening with square corners in the opening. If 
a design patent was given on this General Electric trans¬ 
mitter it would not be because of the presence or absence 
of those louvres but on the general appearance to the eye, 
and which in this case is much different than the Kurzen 
device.” [26] r.. r, 

Concerning all of the references made by the Patent Office 
in the denial of the Kurzen application it was said, “I don't 
see how anyone could mistake the Kurzen device for any of 
these, or even the combined effect of all of them put to¬ 
gether.” [26] Appellant was shown to have produced a 
device that gives a new impression to the eye when consider¬ 
ing it as a whole from all other devices known to the electri¬ 
cal and sound-reproducing field. [26-28] ~'/. f / ‘ /■ 

Another witness, familiar with radio and sound-amplify¬ 
ing devices and designs thereof, showed that there was no 
similarity whatever between appellant's design and the five 
references made by the Patent Office as the basis for the 
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denial of the application for a design patent [29-36] “When 
one views these various instruments in the various exhibits 
there is no suggestion either in the case of the grille, in the 
case of the shape of the cabinet, in the case of the size of 
the cabinet, the various radii before us, there is nothing that 
would suggest to my mind a precedent that would cause me 
to anticipate the Kurzen phonograph.” [35] “It is distinc¬ 
tive and inventive, if that term could be applied to a design 
for appearance sake, yes.” [36] 


POINTS RAISED ON THIS APPEAL 

Appellant states the following points of error in the 
decision and judgment below: 

(1) The court erred in granting appellee’s motion to 
dismiss the complaint made at the close of all the evidence. 

(2) The court erred in dismissing the action and in not 
granting the appellant the relief prayed for. 

(3) The court erred in rendering and in entering judg¬ 
ment for the appellee and against the appellant 

(4) The court erred in failing to hold that a patentable 
design and invention was shown. 

(5) The court erred in holding that the design and patent 
applied for by the appellant was disclosed and anticipated 
by the prior designs shown in the various catalogues re¬ 
ferred to by the court 
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STATUTE 

B. S. 4915 (35 U. S. C. A. 63) reads as follows: 

“Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the Board of Ap¬ 
peals to the United States Court of Customs and Pat¬ 
ent Appeals, and such appeal is pending or has been 
decided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal; and the court 
having cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that such 
applicant is entitled, according to law, to receive a 
patent for his invention, as specified in his claims, or 
for any part thereof as the facts in the case may appear. 
And such adjudication, if it be in favor of the right of 
the applicant, shall authorize the Commissioner to 
issue such patent on the applicant filing in the Patent 
Office a copy of the adjudication and otherwise com¬ 
plying with the requirements of law. In all cases where 
there is no opposing party a copy of the bill shall be 
served on the Commissioner; and all of the expenses of 
the proceedings shall be paid by the applicant, whether 
the final decision is in his favor or not. In all suits 
brought hereunder where there are adverse parties the 
record in the Patent Office shall be admitted in whole or 
in part, on motion of either party, subject to such terms 
and conditions as to costs, expenses, and the further 
cross-examination of the witnesses as the court may 
impose, without prejudice, however to the right of the 
parties to take further testimony. The testimony, and 
exhibits, or parts thereof of the record in the Patent 
Office when admitted shall have the same force and 
effect as if originally taken and produced in the suit 
(As amended March 2, 1927, c. 273 Sec. 11; 44 Stat 
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1336-March 2, 1929, c. 488-Sec. 2 (b), 45 S,tat 14760” 
THE INVENTION 

The appellant has designed a midget phonograph that 
is portable and which is vertical. It is light in weight accord¬ 
ing to the design and capable of being carried on the person 
in a manner similar to a woman’s purse. The design shows 
a small, midget, portable phonograph, square in appearance, 
one-fourth as thick as it is broad, with two grille-like open¬ 
ings near the top, having rounded comers, capable of being 
swung from the shoulder by attachment at the top to a 
leather shoulder strap. [12] The purpose of the design is 
to make the portable design more ornamental, attractive 
and appealable to the eye of the customer and purchaser. 
The design for the midget and vertical portable phonograph 
is attached to and resides in the tiny phonograph and can¬ 
not be divorced from it by reference to other designs of 
distinctly different devices. The appearance of the design 
to the casual observer or the man on the street has no simi¬ 
larity to any of the references relied on by the Patent Office. 
The design involves invention and rises to the level of inven¬ 
tion. The appellant has done more than an ordinary skilled 
designer would do. 

SUMMARY OF ARGUMENT 

Appellant’s new and ornamental design for a phono¬ 
graph presents a departure from all prior designs. It is 
small. The case stands vertical. It is of equal width and 
height The comers are well rounded with a large radius. 
It is "thin”, that is its depth or thickness (from front to 
rear) is one-fourth of its height On its front face, are two 
identical matched grilles, adjacent each other, both above 
the center line of the face, in balanced relation. The contour 
of each grille simulates the contour of the case. Each grille 


is of equal width and height The corners are well rounded 
with a large radius. The louvres relieve the impression of 
the grilles. The handle lies closely contiguous the case, in 
unobtrusive fashion. 

The artist has thus produced a design for a phonograph 
that is as elegant as it is simple, as unique as it is novel. 

A patent for this design has been refused on a so-called 
combination of cited catalogue pages from different manu¬ 
facturers and a British patent. Mere inspection shows that 
not a single one of the citations is suggestive of appellant's 
design, not even remotely so. So, to synthesize a rejection, 
isolated elements have been taken at will here and there 
from the unrelated flat phonographs, vertical radios, and at 
times even gigantic radio-frequency transmitters, and these 
unrelated, isolated elements have been synthesized into an 
imaginary structure, impossible to visualize, as a basis for 
a refusal of a patent. * : 

Appellant under the law is entitled to a patent where 
the Patent Office seeks to build up a hypothetical structure 
from a number of citations, not a single one of which gives 
the visual impression on the casual observer that results 
from appellant's design. 

While appellant's application for a design patent was in 
course of consideration by the Patent Office, a change in 
established standards for design patents was made by a 
new office head. The new policy was that design patent pro¬ 
tection should not apply to more common articles of manu¬ 
facture. Such extreme views, found incongruous, have re¬ 
cently been relaxed by later office management But before 
the illegal policy was corrected the appellant has been 
refused his patent The discriminatory result to appellant 
by the aberration of the Patent Office leads us to the neces¬ 
sity of seeking a remedy in this Court : ^ - 

It is of interest relative to the present case that the 
temporary departure from the long-practiced standards in 
the Patent Office has been relaxed, but too late to help appel- 
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lant; and note may be made of some random simple designs 
for common articles of utilitarian manufacture recently 
issued: 

Suitcase or Satchel No. D-159,128 

Television Cabinet No. D-159,161 

Automobile Bumper No. D-159,230 

Cutting Shears No. D-159,231 

Carpenter's Plane No. D-159,339 

The discrimination inadvertently worked on appellant 
during the period of aberration, is manifest, and in equity 
calls for correction. 

The design in question gives a distinctive appearance to 
the new midget phonograph. It enhances its appearance and 
attracts attention to the design of a new thing in the field 
of portable phonographs. 

The purpose of Revised Statute 4929 is to provide a 
patent for a new and ornamental design for articles of man¬ 
ufacture not used or made before. The law encourages new 
design of articles of manufacture. The Design-patent Law 
covers ordinary articles of manufacture. The law is distin¬ 
guished from the Copyright Law which protects the fine arts. 
The law should be liberally construed and design patents 
should be looked upon with greater leniency than other 
patents because the design patent is limited and does not 
occupy a great zone in the field. 

Whether there is an anticipation of the design of the 
appellant is to be determined by its appearance to the eye 
of the ordinary observer. The design as a whole must be 
considered. As long as it involves invention it is patentable. 

Previously patented designs relied upon by the Patent 
Office must be limited to only what they teach. The various 
and different design patents referred to by the Patent Office 
may not be recombined, reconstructed and redesigned men¬ 
tally to destroy the appellant's design. The Patent Office is 
not permitted to pick out elements from various structures 
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and arbitrarily make np a new combination design to antic¬ 
ipate the appellant’s design. 

ARGUMENT 

Pursuant to the Constitution, Art. I, Sec. 8, laws have 
been established "to promote the progress of science and 
useful arts, by securing for limited times to authors and 
inventors the exclusive rights to their respective writings 
and discoveries.” Thus, the Copyright Law provides that 
authors and artists on filing copies of their writings, paint¬ 
ings, photographs, sculpture, etc., may have the right for 
twenty-eight years to exclude others from copying their 
works. The Patent Law provides that inventors may be 
given the right for seventeen years to exclude others from 
making, using or selling their mechanical inventions of 
machines, processes, articles of manufacture, or composi¬ 
tions. And the Design-patent Law provides that design- 
inventors may be given the right for three and one-half to. 
not over fourteen years to exclude others from making, 
using or selling their designs. 

While the Copyright Law operates in the domain of the 
fine arts, the Design-patent Law provides for the more lowly 
field of designs for articles of manufacture. As stated by 
the Supreme Court in the leading case Gorham Mfg . Co. v. 
White , 14 Wall. (81 U. S.) 511, 525, 

"And the thing invented or produced, for which a 
patent is given, is that which gives a peculiar or dis¬ 
tinctive appearance to the manufacture or article to 
which it may be applied or to which it gives form. The 
law manifestly contemplates that giving certain new 
and original appearances to a patented article may en¬ 
hance its salable value, may enlarge the demand for it, 
and may be a meritorious service to the public. ... It 
is the appearance itself which attracts attention and 
calls out favor or dislike. . . . The appearance may be 
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the result of peculiarity of configuration, or of orna¬ 
ment alone, or both conjointly, but in whatever way 
produced, it is the new thing or product which the law 
regards.” 

The purpose of the law is to encourage the patenting of 
new designs for articles of manufacture. Revised Stat 4929 
provides: 

"Any person who has invented any new, original, 
and ornamental design for an article of manufacture > 
not known or used by others in this country before his 
invention thereof, . . . may . . . obtain a patent there¬ 
for,” R S. 4929 (Italics added). 

In contradiction from works of the fine arts, which 
are provided for in the Copyright Law, the Design-patent 
Law deals with ordinary articles of manufacture. 

Illustrative, is the statement in Mygatt v. Schaffer, 218 
F. 827, 831 (C. A. 2), in which the court said: 

“It is not necessary in the case of a design patent 
that the thing to be patented should have been made 
for the purpose of ornament It is sufficient that a use¬ 
ful article has been made in such a'way as to make it 
ornamental. In this case the inventor has produced a 
reflector which is handsome when in use and which rises 
to the dignity of a design patent” 

Again, as in In re Koehring, (C. C. P. A.) 37 F. 2d 421, 
422: 

"... the beauty and ornamentation requisite in 
design patents is not confined to such as may be found 
in the "aesthetic or fine arts’. ... Appellant’s design 
of a truck body and frame for a concrete mixer shows 
the frame to be so designed as to place the different 
elements of the whole machine, including the hood, gas 
tank, mixer, etc., into a more symmetrical and compact 
whole than was known in the prior art*. . . By the 
plan of assembly of the more or less rounded hood, 
round gas tank, and rounded frame comers into a com- 
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pact and more symmetrical whole, an article possessing 
more grace and pleasing appearance than existed in the 
prior art, has been produced. This effect in the design 
as a whole is ornamental and inventive.” 

Again, as in Ashley v. Samuel C. Tatum Co., (C. A. 2) 
186 F. 339, 342: 

"The manufacture of glass inkstands of this general 
character has been going on for very many years, and 
the chance of any broadly new design being produced 
would seem to be slight Nevertheless the exhibits in 
the case indicate that complainant’s design shows a 
radical and distinctive change in type from those which 
preceded it; its dominant feature being the contour 
and relative proportions of parts, rather than the 
presence or absence of any applied ornamentation.” 

The scope of the protection granted by the design patent 
is very narrow, which requires the court to look upon appli¬ 
cations for design patents with greater leniency. 

Discussion of the Grounds 
of Rejection of Appellant’s Invention 

In the case at bar, the rejection by the Patent Office has 
been on the ground that, 

"The general configuration of the housing is similar 
to the Motorola reference. The reference cited in the 
first Office action (see the Philco Model U-12 item) 
shows the rather conventional type of speaker louvre 
design. To provide a pair of speaker grille openings 
near the top of the case is clearly taught by the Harri¬ 
son Wholesale Company catalog reference or the Mod¬ 
ulation Transmitter item shown on page 38 of the May 
1940 issue of Radio and Television Retailing. Summing 
up what applicant has done in the production of his 
design, it appears that he has made a phonograph 
housing in substantially the contour of the Motorola 
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reference and provided a pair of substantially conven¬ 
tional speaker grille of the design shown in the April 
1940 Radio and Television Retailing reference (Le. the 
Philco Model U-12), and positioned in the manner 
shown on the outside front cover of the Harrison 
Wholesale Company catalog reference.” (Patent Office 
letter of Feb. 8,1946). And 

“The fact that the device as a phonograph is com- | 
pactly assembled, is regarded as a mechanical or utili¬ 
tarian feature of the design.” (Patent Office letter of 
Aug. 22, 1946). 

This rejection in building up such hypothetical com¬ 
bination on the Motorola automobile radio cabinet violates 
the principles enunciated in the cited cases. The Motorola 
box has a squat, wide, thick, low contour, the contrary of 
appellant’s contour which is as high as it is wide, and is 
also thin. The Motorola box, contrary of appellant’s, has a 
closed front, plain except for a center button name plate 
which by a magnifying glass is seen to bear the word “Moto¬ 
rola”. As testified by the witnesses Hatzfeld and Howlett, 
the Motorola box was used under the dash board of an 
automobile —out of sight; and further, it had no loud¬ 
speaker, the latter being separately placed in the automobile. 

The rejection proposes to totally re-construct this by chang¬ 
ing the closed front into one with openings, and to do this 
it is proposed to take the Philco Model U-12 grille cut in a 
wood box and then multiply that by two and changing the 
rectangular sheet metal grille forms of the Harrison radio 
receiver and the glass front, half-ton F.M. radio transmitter, 
then cut two rounded grille areas in the Motorola closed 
front. Such mental acrobatics destroys the Motorola type of 
design. Moreover, such rejection, looking at appellant’s 
design then mentally builds up a supposed anticipation by 
taking parts from this, that and other structures, in viola¬ 
tion of the fundamental principles, and also ignoring the 
fact that the Motorola closed front and the Philco U-12 



grille-opening front are contradictory and opposed to each 
other. The British patent cited in appellee's answer mere¬ 
ly adds another feature in building up a synthetic com¬ 
bination. 

It is readily apparent also that prior art utilitarian 
demands did not have any shaping influence in appellant's 
design. The peculiar proportions and contour conformation 
and front appearance speak for themselves. 

No reference shows a vertical style phonograph. 

No reference shows a phonograph thin from front to 
back. 

No reference shows a phonograph as high as it is wide. 

No reference shows a phonograph with a fanciful robot- 
face with goggle eye appearance. 

In the present case the Patent Office has taken the posi¬ 
tion that merely changing all dimensions in the same ratio 
of a given reference disclosure would not change the design. 
Assuming arguendo that this be true, we still are not told 
what prior art device is to be considered as the same design 
as plaintiff's except for such difference. Certainly not 
Motorola, nor Philco, nor Harrison, nor General Electric, 
nor the British patent, for reasons pointed out above. 

The Patent Office cannot point to a single one of the cited 
references as generally being applicant's design. And since 
it cannot do so, it cannot tenably synthesize a rejection by 
piecing together unrelated parts of nonanalogous devices to 
do so, where no single prior art device teaches the tout 
ensemble. As testified by the witnesses eminently qualified 
to do so in this art, appellant's design is the first real depar¬ 
ture in this field. The prior-art, cumbersome, bulky, suit-case 
type portable phonograph becomes a thing of the past, and 
in lieu thereof the small, neat, attractive Kurzen. design 
replaces it Appellants advance in the art should be awarded 
that protection intended by the Statute and a design patent 
thereon should issue. 

The court below justified the rejection of the application 
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for patent on several grounds, as appear from the findings 
of fact. Reference shall now be made to the findings of fact. 

(1) The finding that "3. The Harrison Wholesale Co. 
Catalogue for May-June, 1941 on the outside front cover 
shows a radio cabinet consisting of a casing having substan¬ 
tially square outline and a thickness less than its other 
dimensions. It is provided with slightly rounded comers 
and a pair of side-by-side grilles on the upper part of one of 
the cabinet faces.” [6] 

(2) The finding that “7. Rounding the comers of the 
Harrison Company Catalogue cabinet would not involve in- 

•. vention in view of the Motorola reference. Even in the ab¬ 
sence of citation of art, rounding cabinet comers is a well- 
known expedient involving no invention.” [7] 

(3) The finding that “8. It would not require invention 
to substitute the Philco grill for those shown in the Harrison 
Company Catalogue cabinet, and the resulting combination 
anticipates the outstanding features of the plaintiff’s design, 
namely, the general conformation and the appearance of the 
two grilles.” [7] 

(4) The statement in the Opinion that “I fail to see 
in plaintiff’s design anything which to the eye of the ordi¬ 
nary observer would produce a different effect from any¬ 
thing that has preceded it . . . These cited references de¬ 
scribe what I consider to be the outstanding features of 
the design of the device, namely, the general conformation 
and the appearance of the two grilles.” [8] 

(5) The statement in the Opinion that "The change of 
proportions indicated in the rounded comers in my judge¬ 
ment needs no citation.” [8] 

(6) The conclusion that "The plaintiff’s design manifests 
nothing in the nature of invention.”; and the judgement 
dismissing the action. [8, 5-6] 

The various grounds of rejection relied upon by the 
court below in its findings shall now be discussed in the 
order above raised. 
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(1) Whereas the finding is that “The Harrison Whole¬ 
sale Co. Catalogue for May-June, 1941 shows a radio cabi¬ 
net having a substantially square outline,” an inspection 
of this reference shows that is is not “substantially square”. 
It is very wide in proportion to its height. The impression 
upon the eye, instead of being a conformation as high as it 
is wide, i. e., square, is a conformation of wide, low rec¬ 
tangular shape. The Harrison Wholesale Co. Catalogue 
on the inside page, 123E, describing this radio receiver 
gives its dimensions as 9% inches high, 14 inches wide, and 
6 inches deep. And these relative figures agree with the low 
rectangular impression seen on inspection of the reference. 
If the height be taken as the unit, 1, the width is L47, an 
immensely different proportion from square. Furthermore, 
the depth or thickness of the Harrison radio, 6 inches, 
with reference to the height, is 0.63, or more than half of. 
the height. As against such conformation, plaintiffs de¬ 
sign is as high as it is wide. The ratio is 1 to 1. And the 
thickness is only one-quarter of the height instead of over 
half as in the Harrison conformation. On the face of it, 
there is no justification whatsoever for holding that the 
Harrison Wholesale Co/s radio shows a substantially 
square outline. The rounding of the comers in the Harri¬ 
son device is negligible. The whole motif of the Harrison de¬ 
sign is on general straight lines and angles, as was also 
the G. E. radio transmitter originally held to be a reference 
but now dropped. This motif is the particular contrary of 
what is shown by plaintiffs design wherein the motif is 
rounded outlines and consistent curvatures of the grilles 
and the comers adjacent. Moreover, the mention in the 
finding of “a pair of side-by-side grilles in the upper part 
of one of the cabinet faces” of the Harrison device over¬ 
looks the actual structure. What is involved actually is a 
large rectangular grille plate which covers the entire upper 
portion of the face, and has slots in a rectanguar arrange¬ 
ment within and consistent with the rectangular outline of 
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the plate. Altogether in contrast, appellant's design is on 
the order of a fanciful robot face with spectacle eyes re¬ 
quiring related rounded grille banks. 

(2) As to the finding that "rounding the corners of the 
Harrison Co. Catalogue cabinet would not involve invention 
in view of the Motorola reference”, it is to be noted that 
the whole motif of the Harrison design is rectangular. 
The conformation involves general right angles. Curves 
would be inconsistent with such motif. There is a general 
art-principle that angle forms and curve forms in conjunc¬ 
tion are not compatible, but are distracting. To noticeably 
round the corners of the Harrison cabinet would be con¬ 
trary to its fundamental motif and would destroy the Harri¬ 
son characteristic. 

(3) The finding that "it would not require invention 
to substitute the Philco grille shown in the Harrison Com¬ 
pany Catalogue cabinet, and the resulting combination an¬ 
ticipates the outstanding features of the plaintiff’s design, 
namely, the general conformation and the appearance of 
the two grilles”, overlooks the salient facts. The Philco grille 
is in relation with a curved lid-parting line which curves 
around above the grille in spaced relationship and sets it 
off as a centralized feature of the front edge of the phono¬ 
graph. The Harrison cabinet involves a large plate fastened 
onto the major portion of the upper front face, and a sub¬ 
stitute would have to involve a substitution of the cen¬ 
tralized Philco grille for the fastened-on grille plate of the 
Harrison design. By no direct or reasonable change could 
there be brought about a design having the general con¬ 
formation and appearance of appellant’s design which has 
the dominant feature of the paired or spectacle eyes in 
grille-form on a fanciful robot face. To arrive at anything 
resembling this, from the basis of the Philco and Harrison 
designs would involve such a radical and wide-spread 
change as to be revolutionary. In this connection, it is nec¬ 
essary to notice what constitutes invention. As has been 
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pointed out by the courts, invention in design involves 
something akin to the work of an artist. And in general, 
it is a departure from the conventional. As stated for in¬ 
stance in Untermeyer v. Freund (D. C. N. Y.) 37 F. 342,344, 
"A design requires invention, but a different set 
of faculties are brought into action from those re¬ 
quired to produce a new process or a new machine. 
. . . The distinction is a metaphysical one, and diffi¬ 
cult to put in words. A flying wheel, a wheel revolv¬ 
ing rapidly between two outstretched wings presents 
a pleasing object to the eye; . . and yet it cannot be 
said that the embodiment of these designs requires 
an exercise of the 'intuitive faculty of the mind' in 
the sense that this faculty is exercised in inventions 
like the telephone, or the safety lamp. The policy 
which protects a design is akin to that which protects 
the works of an artist, a sculptor or a photographer 
by copyright. It requires but little invention, in the 
sense above referred to, to paint a pleasing picture, 
and yet the picture is protected, because it exhibits 
the personal characteristics of the artist, and because 
it is his. So with a design. If it presents a different 
impression upon the eye from anything which precedes 
it, . . . even though it be simple, and does not show 
a wide departure from other designs, its use will be 
protected." 

And similarly in Dominick & Haff v. R. Wallace <£> Sons 
Mfg. Co., 209 F. 223 (C. A. 2): 

"A design patent must of course disclose inven¬ 
tion. It must show a novel design, but a very differ¬ 
ent set of faculties are brought into play from those 
required in producing a new machine or a chemical 
or electrical combination. In each case there must be 
novelty, but the design need not be useful in the popu¬ 
lar sense; it must be beautiful or ornamental, it must 
appeal to the eye. The policy which protects a design 
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is akin to that which protects the works of an artist, 
a sculptor or a photographer by copyright It requires 
but little invention, in the sense above referred to, to 
paint a pleasing picture and yet the picture is pro¬ 
tected, because it exhibits the personal characteristics 
of the artist, and because it is his. So with a design. 
To produce a graceful pattern for the handle of a 
spoon or fork requires an exercise by the inventor 
of ‘the intuitive faculty of the mind", but in a differ¬ 
ent sense from that exercised by the inventor of such 
epoch-making invention as the safety lamp, the locomo¬ 
tive and the telephone.” 

Where references are combined, the combining must 
be in accordance with established law. The design patent 
statute provides that “all the regulations and provisions 
which apply to obtaining or protecting patents for inven¬ 
tions or discoveries not inconsistent with the provisions of 
this title, shall apply to patents for designs”. And, inter¬ 
pretation and application of prior art references follows 
the principles established for mechanical patents. These 
are: 

a. Prior patents or publications must be taken for what 
they teach. They may not be mentally re-constructed to 
something different and then such mental figment be applied 
as a supposed anticipation. 

“When it is sought to ascertain prior art by means 
~ of prior patents, nothing can be used except what is 
disclosed on the face of these patents. They cannot be 
re-constructed . . . and then* be used as part of the 
prior art.” Gillette Safety Razor Co. v. Hawley Hard¬ 
ware Co., 60 F. 2d 1019,1024 (D. C. Conn.). 

“In considering prior patents as anticipations it is 
not permissible to modify the structure of such patents 
and then assert the modified structure as anticipa¬ 
tion.” Diamond Power Specialty Corp. v. Bayer Co., 
13 F. 2d 337,341 (C. A. 8) 
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b. Prior patents or publications may not be mentally 
re-constructed to destroy their inherent requirements. 

‘Where modification of the structure shown by a 
reference would require re-construction by removing 
parts essential to the intended operation and substitu¬ 
tion of others not contemplated, the rejection is not 
sound.” Ex parte Johnson, 17 USPQ 374, 375 (Bd. 
App. P. 0.). 

"The Examiner by his proposed modifications, de- 
troys completely the ideas of the prior art references 
and builds up what he alleges is applicant's structure.” 
Ex parte Floyd, 43 USPQ 195. (Bd. App. P. 0.). 

c. Prior patents or publications may not be combined 
to build up a supposed anticipation if such patent or publi¬ 
cation structures are inconsistent 

“Claims 25 and 26 were also rejected on the three 
cited references. Braselton and Tygard are not con¬ 
sidered pertinent for the reasons we have already 
stated. With respect to Heaney, the examiner states 
that these claims would be met by modifying that ref¬ 
erence to provide a plate on the opposite side of the 
air stream. There is no suggestion in the reference of 
such a change and it would be so foreign to Heaney's 
concept that we think it would require invention.” 
Ex parte Vang, 72 USPQ 185, 188 (Bd. App. P. 0.). 

d. In combining prior patent or publication structures 
it is not permissible to pick out elements from various 
structures and arbitrarily make up a new combination 
structure. 

“Mere discovery of elements in separate patents 
in the prior art, without knowledge of their relation¬ 
ship—which is the essence of the invention—is not' 
sufficient.” Gillette Safety Razor Co. v. Standard 
Safety Razor Corp., 2 F. Supp. 53, 59 (D. C. Conn.). 

“Elements substantially corresponding to most of 
the features of the claims, are found in the prior art, 
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one or more elements in one reference, another in an¬ 
other, etc., but . . . the combination was not obvious.” 
In re Dann, 4 F. 2d 356, 358 (C.C.P.A.). 

"None of the references show the combination 
called for. . . . The Patent Office has built up a hypo¬ 
thetical structure from a number of patents, and 
points to this as anticipating the plaintiffs claim. This 
practice is not approved by the courts. ( Economy Ap¬ 
pliance Co. v. Fitzgerald Mfg. Co. 35 Fed. 2d, 756; 
Detroit Motor Appliance Co. v. Burke, 4 Fed. 2d 118; 
Naylor v. Alsop Process Co. 168 Fed. 911).” Hurd v. 
Coe, 17 F. Supp. 312, 315 (D. C. D. C.). 

And particularly, it is not permissible to take an appli¬ 
cant’s disclosure of a combination, and combine references 
to make up such. 

"The Examiner is trying to combine references in 
the light of the application disclosure.” Ex parte 
Glum, 45 USPQ 235, 236 (Bd. App. P. 0.). 

"The Examiner has apparently tried to reconstruct 
applicant’s mental processes in the light of the prior 
art and applicant’s disclosure to indicate lack of in¬ 
vention, but in so doing applicant’s disclosure has 
been used as prior art against him.” Ex parte Bowie, 
46 USPQ 557, 558 (Bd. App. P. Q.). 

"It seems to us that the Examiner is using appel¬ 
lant’s disclosure for the suggestion of the combina¬ 
tion, since there is no suggestion in any of the pat¬ 
ents for their combination in the manner claimed by 
appellant”. Ex parte L<mg, 72 USPQ 90, 91 (Bd. 
App. P. 0.). 

e. Specifically, in designs, the design must be viewed 
as a whole, and it is a combination which is not anticipated 
by showing the various elements to be old. 

"A design patent cannot be anticipated by showing 
that elements separately are old, but the test is the 
appearance of the whole design as it appears in use.” 
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(syL) Royal Lace Paper Works v. U. 8. Lace Paper 
Works, Inc., 11 F. Supp. 15, 16 (D.C.E.D.N.Y.). 

As stated in Edison Electric Appliance Co., Inc. v. 
Fitzgerald Mfg. Co., 32 F. 2d 702, 704, (D. C. Conn.), 

“‘Whenever ingenuity is displayed in producing 
something new, it imparts to the eye a pleasing im¬ 
pression. Even though it be the result of uniting old 
forms and parts, such production is a meritorious in¬ 
vention and entitled Jo protection/ General Gas Light 
Co. v. Matchless Mfg. Co., (C.C.) 129 F. 137; Graff v. 
Webster, 115 C.C.A. 432,195 F. 522.” 

And as stated in Redway v. Ohio Stove Co., 38 F. 582, 
583, (D. C. 0.), 

"As was said by the Court in Simpson v. Davis, 
12 Fed. Rep. 145, the result of the industry, genius, 
effort, and expense employed must *be a single orna¬ 
ment which, taken as a whole, can be considered to 
be the embodiment of a new idea in ornamentation. 
The amount of the novelty may be small, but the effect 
of the ornament must, to some extent at least, be new. 
The ornament may in this sense be new and original, 
although all the forms used in its composition are old 
and well-known forms of ornamentation/ 

"A design is patentable if it presents to the eye of 
the ordinary observer a different effect from anything 
that preceded it, and renders the article to which it is 
applied pleasing, attractive, and popular, even though 
it is simple, and does not show a wide departure from 
other designs, or if it is a combination of old forms.” 

In the present case, the attempt to change the corners 
of the Harrison cabinet by rounding them like the Motoro¬ 
la cabinet and to lift the specifically single necessarily 
centered Philco grille out of its inherently required type of 
combination, and multiply it by 2, and then substitute 
such for the fastened-on one-bank grille plate of the Harri¬ 
son cabinet goes contrary to the foregoing principles. Nota- 
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bly it is seen that arbitrary liberties have been taken with 
the references. The Motorola type of design is inconsistent 
with the Harrison rectangular system of design and an¬ 
tagonistic. And the elements picked out from the Motorola 
and Philco designs were arbitrarily taken contrary to the 
inherent relationship in the respective designs. The Philco . 
design requires a single centered grille. The process in¬ 
volved in the combining, took applicant's design and arbi¬ 
trarily ignoring the specific relationships required in each 
reference attempted to synthetically build up an anticipa¬ 
tion out of the Harrison design and the Motorola design 
and the Philco design. Such result even—itself an incon¬ 
gruity—would still have an appearance quite dissimilar 
from that of applicant's design. Instead of having a height 
the same as its width, and a thickness one-fourth of its 
height, there would be an oblong device, 1.47 times as wide as 
it is high and with thickness 63% of its height (ie. consider¬ 
ably over half); and there would also be lacking a combina¬ 
tion including a folded-in winding crank forming lines in the 
vertical edge at 90 degrees to the lines in the grilles. 

The situation in the present case is like that in Hurd v. 
Coe, Commissioner of Patents, (D. C. D. C) 17 F. Supp. 
312, 315, in which it was stated: 

"The Patent Office has built up a hypothetical struc¬ 
ture on a number of patents, and points to this as 
anticipating the plaintiff's claim. This practice is not 
approved by the courts. Economy Appliance Co. vs. 
Fitzgerald Mfg. Co. 35 F. (2) 756; Detroit Motor Ap¬ 
pliance Co. vs. Burke, 4 F. (2) 118; Naylor vs. Alsop 
Process Co. 168 Fed. 911." 

The situation is similar also to that in the case of 
Grigsby, (C. A. D. C.) 4 F. 2d 117,118, in which this Court 
stated: 

"The appellant applied for a design patent for a de¬ 
vice known as a weather shield and glare visor. The 
article consists of an aluminum frame having a central 
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dividing rib, and carrying two translucent sections or 
panes. . . . The application was rejected by the acting 
Examiner, upon the ground that the design was not 
new, original, and ornamental, in view of certain prior 
design patents, and particularly- that it exhibited no 
invention over former designs. ... the feature upon 
which the application rests is to be found in its uni¬ 
formly curved lines, extending from front to rear, 
thereby forming three several arcs. ... It is true that 
this design presents also certain structural improve¬ 
ments over former visors; but while that fact alone 
does not furnish ground for granting a design patent, 
it does not militate against such action. It is suggested 
that the difference in appearance between the present 
visor and former ones results from comparatively slight 
changes in form, and that these do not have the quality 
of invention. It should be noted however, that a visor 
is composed of few and simple elements, and invention 
with respect to its design must necessarily deal with 
features which are of minor consequence, if taken alone. 
... We hold, therefore, that the applicant was entitled 
to a patent as sought by him, and that it was error to 
reject his application.” 

These statements made by the court are remarkably ap¬ 
plicable to appellant’s case, and particularly the points that 
whereas the application had been rejected on the ground 
that its difference was comparatively slight and without 
the quality of invention, it was to be noted that the design 
was necessarily "composed of few and simple elements, and 
invention with respect to its design must necessarily deal 
with features which are of minor consequence, if taken 
alone.” 

(4) The statement in the opinion that appellant’s de¬ 
sign lacks anything which to the eye of the ordinary ob¬ 
server would produce a different effect from anything that 
has preceded it, and that the cited references describe the 
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outstanding features of the device, namely, the general 
conformation and the appearance of the two grilles, over¬ 
looks the actual facts. That the low, wide, oblong Harrison 
cabinet forms any fundamental conformation giving an 
effect on the eye of the ordinary observer similar to the 
effect of appellant^ design is manifestly incorrect. The 
conformation of appellant’s design is characteristically a 
height the same as the width, and besides, the thickness is 
only one-fourth that of the height, altogether in contrast to 
the Harrison conformation which has a thickness consider¬ 
ably over one-half its height. To say that appellant’s 
squarish conformation resembles the low, wide or oblong 
Harrison design, is incorrect Would it be correct to call an 
oblong brick “square”, or to say that a foot-ball field (rec¬ 
tangular) is the same in conformation as a baseball diamond 
(square) ? Moreover, there is nothing in the Philco or Moto¬ 
rola designs to suggest the spectacle eye effect, as of the 
generalized robot face such as characterizes appellant’s 
design. 

(5) The statement in the opinion that a change of pro¬ 
portions indicated in the rounded corners needs no citation, 
overlooks the fact that such change as has been contemplated 
in the rejection goes contrary to the fundamental design of 
the Harrison cabinet which it is sought'to change. On such 
basis then, the holding is manifestly incorrect. 

(6) The conclusion that appellant’s design shows 
nothing in the nature of invention overlooks the nature of 
what is involved in design-invention. As pointed out by 
TJntermeyer v. Freund , (D. C. N. Y.) 37 F. 342, 344, 345: 

“It cannot be said that the embodiment of these 
designs requires an exercise of the Intuitive faculty 
of the mind’ in the sense that this faculty is exercised 
in inventions like the telephone, or the safety lamp. The 
policy which protects a design is akin to that which 
protects the works of an artist, a sculptor or a photog- 
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rapher by copyright. It requires but little invention, 
in the sense above referred to, to paint a pleasing 
picture, and yet the picture is protected, because it 
exhibits the personal characteristics of the artist and 
because it is himself. So with a design/’ "... the 
courts, though applying the same rules, have looked 
with greater leniency upon design patents than patents 
for other inventions. From the nature of the case it 
must be so. A design patent necessarily must relate to 
subject-matter comparatively trivial.” 

The test for invention is "Was the new combination 
within the range of the ordinary routine designer?” 
(Strause Gas Iron Co. v. W. M. Crane Co., 235 F. 126,131). 
Phonograph designers have been at work for over fifty 
years. The routine designers still turn out horizontal flat 
designs of phonographs as in the Philco cabinet. A thin 
vertical cabinet design, with height and width equal, the 
thickness being one-fourth that of the height, has not been 
known. Moreover, that utilitarian considerations did not 
dictate appellant’s design is obvious. A phonograph requires 
a turn-table for the records, and engineering expediency, 
utilitarianism, would demand a horizontal mount and the 
external form of. a flat horizontal cabinet which is as the 
industry is continuously making, and as is illustrated in 
the only phonographs which were cited by the Patent 
Office. But, appellant has gone contrary to the inherent 
engineering demands. This completely refutes any sug¬ 
gestion that appellant’s design is routine or lacking in in¬ 
vention. It establishes invention. 

Appellant asks the protection of a patent for his design. 
The scope of protection in a design patent is very narrow 
at best, and such protection as can be had is important in 
launching a new design. As to the scope involved in a design 
patent, it was stated in Amrein Freudevberg Co. v. Garfield, 
6 F. Supp. 19 (D. C. S. D. N. Y.), 


28 


. . . “As design patents necessarily are very limited 
in their equivalents and do not occupy a great zone in 
an art, you have to deal with them somewhat leniently; 
and (2) that a design patent, as has been stated in some 
of the cases, necessarily relates—especially a design 
in this character—to comparatively trivial subject- 
matter” 

As was pointed out by the court in Dominick and Haff v. 

B. Wallace & Sons Mfg. Co., 209 F. 223, 224 (C. A. 2); 

“A design patent necessarily must relate to subject 
matter comparatively trivial and the courts have looked 
with greater leniency upon design patents than for 
other inventions.” 

In Rousso v. Boyle, 2 F. 2d 299, 300, it was stated: (D. C. 
Minn.) 

“It may be said that all this is very simple. This . 
does not exclude invention, nor the patentability of the 
design. In this connection all that can or need be said 
is that throughout a long line of decisions, beginning 
with Gorham v. White, 14 Walk 511, 20 L. Ed. 731, de¬ 
sign patents covering designs quite as simple as this 
have been upheld.” 

That appellant’s design is simple, puts it in such cate¬ 
gory. The subject-matter of designs is necessarily trivial, as | 
has been pointed out by the courts. It is thus important that 
the designer be protected from piracy, if the purpose of the 
Design-patent Law is to be realized, viz. the encouragement { 
of the “improvement of the appearance of articles of 
manufacture.” • 

The law is dear, and the facts to which it is to be ap¬ 
plied in the present case are dear, and no general precedent 1 
is set up by the present specific case. 

The issue is simple. Since a design must be viewed as a 1 
whole {Mygait v. Schaffer, 219 F. 827, 831; Pelouze Scale \ 
& Mfg. Co. v. American Cutlery Co., 102 F. 916,918; Alumi- i 
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num Cooking TJtensrl Co, <& Bwngay-Wolf Corp. v. Standard 1. i i 
Brass Mfg, Co., 31 U. S. P. Q. 128, 131; Royal Lace Paper v 
Works v. U. S.Lace Paper Works, Inc., 11F. Supp. 15,16), < 
and since it must be viewed with the eye, not of an analytical \ , 1 f 

expert bnt the eye of an ordinary observer ( Jennings v. ' 11. 

Kibbe, 10 F. 669; Ripley v. Elson Glass Co., 49 F. 927,929), V ' ? J: V ?• 
the question in the present case is simply: Does appellants -Z . ; H v 
design viewed as a whole by an ordinary observer show an : :; Z' 
entity not shown before? It is believed that the facts at ; ■ -Zr ; . ; 
bar themselves answer this question as in the words of ; Z • Z S 
Aluminum Cooking Utensil Co. & Bungay-Wolf Corp. v. ' ^vvy 
Standard Brass Mfg. Co., (D.C.Mo.) 31 U.S.P.Q. 128, 

131, viz: ’Vf ■*■$* z -Z ■"*' 

“One cannot view the plaintiffs device without the ^ Z; 

feeling that the conception of its configuration involves 
something which has not before existed.” •'*- v . . } i Z Z: 

Besides all this, there is another test also, a test which a - 
is conclusive. That is, the Supreme Court test as in Miller v. - v -. Z : f !: Z ' ^ 
Eagle Mfg. Co., 151 U. S. 186 (38 L. Ed. 121,129), -riz:: 

:• “That whieh infringes if later, anticipates if earlier.' Z 

Peters vs. Active Mfg. Co. 129 IL S. 530 (32:738Xy Z-Z^ 
Thatcher Heating Co. vs. Burtis, 121 U.Sw 286, 295 
(30:942,946); Grant vs. Walter, 148 U.S. 547 (37.552).; : // 

Gordon vs. Warder 150 U. S. 47 (37:1059).”' vh;. 

Would the Harrison or the Motorola or the Philco de- Z Z ? :llZ5 r 
sign, infringe appellants design? To state the question is 
to realize the absurdity of the present rejection. The Har- ;Z 
rison design with its rectangular, straight line accentua- 
tions, its positive rectangular motif, its low, wide, thick Z Z Z^Z/Z 
conformation, is contrary to the high-as-wide, very thrn Zv^ZZ^flZzi" 
conformation of appellants design, with its spectacle-like • 
rounded spaced apart grilles and related rounded corners ZZjz^-^Z 
consistent and its vertical alined folded-in crank. And the , .. : ZZ| , ?>Z 
low, wide, very thick Motorola cabinet with its center round V'; r .'Z 

-name plate (rather than any grille opening), with corners SZxZZSS-fi 
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related, is again quite contrary; as is also the Philco phono¬ 
graph which requires a single central rounded grille, 
framed by curve sweep lid parting line. There obviously 
could be no infringement. There is no anticipation. 

The existence of similarity or anticipation in this case 
is to be determined by the eye of the ordinary observer. 

As pointed out for instance in Jennings v. Kibbe, 10 F. 
669, 670: 

"... the test is the eye of an ordinary observer, 
the eyes of men generally, of observers of ordinary 
acuteness, ...” 

Again, as stated in Ripley v. Elson Glass Co., 49 F. 927, 
929: 

"... the test to be employed or applied is not the 

eye of the expert, but that of the ordinary observer, 
» ' 

• • • 

The design as a whole is what must be considered. As 
was pointed out by Mygatt v. Schaffer, 218 F. 827, 831 
(C. A. 2): 

"And we. then stated that it was the design as a 
whole which had to be considered; that the situation 
in this respect was analogous to machines made up of 
old elements. It sufficed that the machine produced a 
new result, or the design a new-impression upon the 
eye. 

"It is the design of the whole thing as it appears 
in use which is the test in cases of the class in suit 
... It is sufficient that a useful article has been made 
in such a way as to make it ornamental.” 

Again, as stated in Pelouze Scale <& Mfg. Co. v. American 
Cutlery Co., 102 F. 916,918,919 (C. A 7): 

“Design, in the view of the patent law, is that 
characteristic of a physical substance, which by means 
of lines, images, configuration, and Hie like, taken as 
a whole, makes an impression, through the eye, upon 
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the mind of the observer. The essence of a design re¬ 
sides, not in the elements individually, nor in their 
mode of arrangement, but in the tout ensemble—in 
that indefinable whole that awakens some sensation in 
the observer's mind. Impressions thus imparted may 
be complex or simple; in one a mingled impression of 
gracefulness and strength, in another the impression 
of strength alone. But whatever the impression, there 
is attached in the mind of the observer, to the object 
observed, a sense of uniqueness and character. 


"The pith of the design under consideration does 
not reside alone in the upright standard with its later¬ 
ally projecting arm. ... Its claim to novelty and 
merit as a design, as expressed in the terms of the 
patent, resides in this appearance of strength.' 


» 


A design must be viewed as a whole, and the present 
case is like the situation in Aluminum Cooking Utensil Co., 
etc. v. Standard Brass Mfg. Co., (D. C. Mo.) 31 U. S. P. Q. 


128: 


“Again to determine novelty of a design patent it 
should be viewed as a whole, that is to say, as the: 
finished product affects the eye. One cannot view the 
plaintiff's device without the feeling that the concep¬ 
tion of its configuration involved something which had 
not before existed in the minds of others. . . . Novelty 
is determined by comparative appearances to the or¬ 
dinary observer, not the expert" 

As to utilitarian aspects of design patents, the principle• 
is as stated in Ex parte Inskeep, 79 U. S. P. Q. 90 (BcL 

App.p. o.):; ; j'"" 

“That an ornamental design may have a u tilitarian 
function does not initiate against there being invention 
' v in a design." (syL). v ^ - 

The criterion which should have been followed in the 
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Patent Office is as stated in Phoenix Knitting Whs. v. Brad¬ 
ley Knitting Co., 181 F. 163, 

“A design is patentable if it presents to the eye of 
the ordinary observer a different effect from anything . 
that preceded it, and renders the article to which it is 
applied pleasing, attractive, and popular, even if it 
is simple, and does not show a wide departure from 
other designs, or if it is a combination of old forms”. 

(syl.)* 

Also, in Foster & Bro. Co. v. Tilden-Thurber Co., 200 F. 
54, (C.A.1): 

"A patent may be granted for a design, although 
its ornamental character consists merely in a new and 
original shape given to an article of manufacture.” 
(syl.). 

Also, the 6th Circuit Court of Appeals in upholding a design 
for a toaster in Forestek Plating & Mfg. Co. v. Knapp-Mon- 
arch Co., 106 F. 2d 554,559 (C. A. 6), stated: 

“The inventive designer need not possess the skill 
of a great artist or sculptor, ... A true standard to 
furnish a rule for the settlement of all cases in ad¬ 
vance as to the degree of ornamentation and originality 
required for patentability in manufactured articles is 
not possible. The applicability of the Statute is as 
broad as the varying aesthetic tastes of the buying 
public for new things.” 

Also in Hartford-Empire Co. v. Coe, Commissioner of Pat¬ 
ents, 87 F. 2d 741, 744, the Court of Appeals here stated: 

“We have had occasion in many instances to con¬ 
demn the hindsight nunc pro tunc method employed to 
justify the refusal of valuable inventions in which the 
■ patentees are entitled to the protection afforded by the 
Constitution and the laws.” 

In the case of In re Eastwood, 33 App. D. C. 291, it 
was stated: 



“It is the policy of this court, even in doubtfi 
to resolve the doubt in favor of the appellant/ 
Similarly, In re Harbeck, 39 App. D. C. 535. 


CONCLUSION ! V 

It is respectfully urged that the claims presented here 
define a novel, useful invention and design which is not 
anticipated by the prior art We, therefore urge that the 
judgment dismissing the complaint, should be reversed and 
a judgment here rendered against the appellee granting 


in the court below. 
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Respectfully submitted, 
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STATEMENT OP QUESTION PRESENTED 


The appellee disagrees with the Statement of the 
' Question Presented which appears in the appellant’s 
brief. In the opinion of the appellee the question is 
whether the design of appellant’s application for 
patent exhibits invention over certain prior publica¬ 
tions and, thus, is entitled to patent protection under 
the provisions of R. S. 4929, 4933 (35 TJ.S.C. 73). 
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®mteb States Court of Appeals 

DISTRICT OF COLUMBIA CIRCUIT 

APPEAL NO. 10,728 

John G. Kurzen, Jr., appellant, 

V. * 

J ohn A. Marzall, Commissioner of Patents, appellee 

\ 4 

■ .. # ! 

appeal from the judgment of the united states 

DISTRICT COURT FOR THE DISTRICT OF COLUMBIA 
CIRCUIT 

*• *• » **, 

BRIEF FOR THE COMMISSIONER OF PATENTS 

* r •* • 

- i : • * 

INTRODUCTION 

This is an appeal from the judgment of the United 
States District Court for the District of Columbia 
(5-6)* dismissing the complaint (2-3) in an action 
under R. S. 4915 (U.S.C. title 35, Section 63) in which 
the appellant, John G. Kurzen, Jr., sought to have 
the court authorize the issuance of a design patent 
on his application No. 120,153 (plaintiff’s exhibit 3). 
The refusal of the patent by the Patent Office and the 
District Court was based upon lack of invention over 
the prior art. 

• ^ * - • i v 

* Unless otherwise indicated the numbers in parentheses refer to 
pages in the appendix to the appellant’s brief. 
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( 1 ) " 
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As is customary in design applications, the appel¬ 
lant sets forth his alleged invention in a single claim, 
which refers specifically to the design shown in the 
application drawing (plaintiff’s exhibit 3). 

APPELLANT’S APPLICATION 

The application involved in this proceeding (plain¬ 
tiff’s exhibit 3) relates to a design for a box-like 
casing. The casing is disclosed as adapted to house 
phonograph equipment, a fact which is, as set out 
below, foreign to the issue to be determined. 

As shown in the application drawing the casing is 
approximately square in outline with a thickness con¬ 
siderably less than the dimensions of the square faces. 
One of the square faces is provided near the upper 
portion with a pair of side-by-side grille openings each 
of which is generally square but with rounded outlines. 
The corners of the casing are rounded and one of the 
sides is provided with a bar extending parallel and 
close thereto. The latter is described as a winding 
erank folded against the casing side. 

THE HARRISON WHOLESALE CO. CATALOG REFERENCE 

The basic reference relied upon in the rejection of 
the appealed claim is the front cover of the Harrison 
Wholesale Co. catalog (Defendant’s exhibit 1). At 
the lower right hand comer of the cited page there is 
shown a casing of rectangular outline with a thickness 
appreciably less than the face dimensions. One of the 
large sides is provided with two side-by-side grilles 

* ' •. ...» ' fc . 4, ■ » -•* . ^ . *. , • s • ‘ . _ ' * ’ * 

near its upper edge and the casing comers are some¬ 
what rounded. There is no suggestion of a crank but, 


since this is a utility feature not entitled to considera¬ 
tion in design cases, the only salient feature of the 
appellants design not shown by the Harrison Co. 
catalog is the particular configuration of the grille 
openings. r 1 . 

THE PHILCO REFERENCE 

Page 46 of the April, 1940 issue of Radio and Tele¬ 
vision Retailing (Defendant’s exhibit 1) discloses a 
Philco phonograph in the right hand column at the 
bottom of the page. The single grille in the front face 
of the phonograph cabinet is generally rectangular 
in shape but with curved sides. The grille is formed 
from the material of the cabinet and is provided with 
three cross bars flush with the front face thereof. 
Thus, the Philco grille is substantially identical with 
the individual grilles in the appellant’s casing, i , k 


OTHER PRIOR ART 




The only other references which need be considered 
are the British patent No. 236,672 (Defendant’s ex¬ 
hibit 1) which clearly shows the expedient of provid¬ 
ing a crank (“m”, “n” in the patent drawing) which 
folds into a casing, and the May, 1940 issue of Radio 
and Television Retailing, page 40 (Defendant’s ex¬ 
hibit 1), which, in the photograph of the Motorola 
cabinet, shows the convention of rounding the comers 

t v * ,, * 

of a casing to improve the appearance thereof. 

SUMMARY OP ARGUMENT 

1. The cabinet shown in the Harrison Wholesale 
Co. catalog embodies all of the basic features of the 
appellant’s design, namely, the general conformation 
of the casing and the placement of dual grilles in a 
face thereof. Consideration of certain dimensions 


A". 


\ 

\ 
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specified in the body of the Harrison Co. catalog would 
be improper in this case. 

2. The appearance of the individual grilles in the 
appellant’s cabinet is shown to be old in the Philco 
phonograph casing. 

3. Where no talent beyond that to be expected of 
the ordinary skilled designer would be required, there 
is no invention in designing parts of a basic structure 
in a manner suggested by corresponding parts in other 
structures. 

4. To incorporate the Philco grille in the Harrison 
Wholesale Co. cabinet would not involve invention. 

5. The rounding of corners of cabinets to improve 
their appearance is routine design procedure needing 
no citation of art for anticipation, but even if art be 
deemed necessary, the expedient is shown to be old in 
the Motorola casing. 

6. Features which are merely utilitarian in nature, 
such as the appellant’s winding crank, may not be 
relied upon to distinguish a design over prior struc¬ 
tures. 

7. The British patent discloses a crank which folds 
into the casing and presents substantially the same 
appearance as the corresponding feature in the appel¬ 
lant’s design. 

•:8. The disclosed utility of a design structure is not 
a factor in determining its patentability over similar 
shapes in the prior art. 

9. The facts in this case so clearly established the 
lack of invention of the design over the prior art that 
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this holding by the Patent Office would not have been 
affected by any change of policy by the Office in design 
cases. v V 

ARGUMENT 

The general effect of the appellant’s design on the 
eye of the ordinary observer is created mainly by two 
features, the relative proportions of the casing out¬ 
lines and the presence of the grille openings in one of 
the faces. As pointed out above in the description of 
the Harrison Wholesale cabinet, the relative dimen¬ 
sions and general shape of the reference casing closely 
approximates that claimed by the appellant, the front 
face being almost square and the thickness being 
appreciably less than either of the face dimensions. 

At this point, it might be noted that the appellant 
in his brief (Br. 17) disputes this interpretation of 
the Harrison Wholesale Co. catalog reference on the 
basis of certain dimensions set forth in connection 
with a radio receiver described in the body of the 
catalog. It is submitted that consideration of these 
dimensions for determining the relative proportions of 
the reference casing would be improper for the follow¬ 
ing reasons: 

1. The portion of the catalog in which the dimen¬ 
sions appear is not in evidence in the case.' In the 
prosecution of the application before the Patent Office 
the front cover only of the catalog was referred to in 
the citation of the reference and this is the only por¬ 
tion of the catalog introduced in evidence at the trial 
by the appellant. The matter thus forms no part of 
the appeal record. ... r 
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2. There is nothing to show any connection between * 
the cabinet shown on the cover and that depicted on 
page 123E of the catalog other than a general similarity 
in appearance. No statement appears in the catalog 
to connect the two in any way and the higher, more 
square appearance of the cover cabinet leads one to 
believe that the two differ in their dimensional propor¬ 
tions. 

3. The dimensions themselves are not conclusive 
since they may refer to outside (shipping) dimensions 
rather than to the cabinet itself, taking into considera¬ 
tion the knobs, handle, feet and the need for protecting 
certain portions by padding, etc. 

Since the dimensions introduce an element which is 
foreign to the case, and, apparently, have no applica¬ 
tion to the cabinet design cited, it is submitted that 
they have no bearing on this proceeding and should 
be disregarded. If the cover of the catalog fairly 
discloses a design corresponding in all patentable re¬ 
spects to that of the appellant, it is immaterial what 
else the catalog does or does not disclose. 

In addition to presenting a substantial equivalent 
to the appellant’s proportions the reference suggests 
the use of identical grille openings positioned in the 
upper part of the front face, in the same position and 
of approximately the same relative size as shown in 
the design in issue. Thus, it is clear that the Harrison 
cabinet suggests all of the basic features of the appel¬ 
lant’s design, deviating therefrom in only one sig¬ 
nificant respect, the shape of the individual grilles. 

. A clear teaching of this latter feature, however, is 
found in the single grille in the Philco cabinet. In 


this reference, the designer has fashioned the grille 
from the material which forms the face of the casing, 
as does the appellant, and provides the required three 
horizontal cross bars and curved sides for the opening. 
No significant difference between the Philco grille 
and those shown by the appellant is apparent, nor does 
the record reveal that the appellant has been able to 
point out any such difference (17, 18). 

THE APPELLANT’S DESIGN IS UNPATENTABLE OVER HARRISON CO. IN 

VIEW OF PHILCO 

The Patent Office contended at the trial and now 
contends that to fashion the grilles in the Harrison 
Co. cabinet as suggested by the Philco reference would 
not involve invention and would constitute a complete 
anticipation of all the important features of the ap¬ 
pellant’s design. Apparently, one of the essential 
questions in the case hinges upon the validity of the 
Patent Office’s action in thus combining the two dis¬ 
closures, both as a matter of fact and as a matter of 
law. 

Dealing first with the question of law, combining 
disclosures in the prior art to anticipate design applica¬ 
tions is standard and accepted practice in design 
patent prosecution, and the great weight of authority 
upholds the Office position that such combinations. 

* 4 

constitute valid rejections if no invention is involved 
in the act of combining. This court stated the proposi¬ 
tion in Battery Patents Corporation v. Coe, 69 App. 
D. C. 61,93 F. 2d 220, where, while finding invention in 
the case, it said: 

“In order for one to be entitled to a design 
patent the design which he has created must be 
the result of inventive skill. ; . . ' ' : v * 
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“Combining old forms so as to produce a new 
and ornamental design is not patentable when in 
the particular case the combining of the elements 
did not require invention.” 

Similarly, the Court of Customs and Patent Appeals 
held in In re Eppinger, 25 CCPA 843, 94 F. 2d 401: 

“Appellant’s argument here for the most part 
involves the contention that since none of the 
references show applicant’s design as a whole, 
they cannot be held properly to anticipate his 
alleged invention. 

“The rule has long been settled that the Patent 
Office tribunals may combine references for the 
purpose of showing lack of invention in applica¬ 
tions for design patents. In re Whiting, 18 CCPA 
(Patents) 1220, 48 F. 2d 912. It is equally well 
settled law that one is not entitled to a patent for 
a design merely because the applicant has 
produced something which differs in appearance 
from anything previously produced.” 

It certainly cannot properly be contended, in this 
case, that the substitution is one which would be 
unobvious to the skilled designer since all that is 
involved is the exchange of one corresponding part for 
another, the suggestion, thus, coming from the refer¬ 
ences themselves. Neither can it be successfully con¬ 
tended that structural changes amounting to invention 
would be necessary, since the dear suggestion of the 
manner of substitution is to be found in Philco where 
the grille is made by forming properly shaped open¬ 
ings in the panel, exactly as shown by the appellant’s * 
design. In this connection it should be noted that the 
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appellant was unable at the trial to point out any 
particular difficulty in so modifying the Harrison 
casing (18, 19). It would seem clear that the com¬ 


bination of references relied upon by the Patent 
Office in rejecting the appellant’s design is valid and 
proper and constitutes a substantial anticipation of 
the alleged invention. . v . 


THE SOUNDED CORNERS AND FOLDED CRANK DO NOT DISTINGUISH 
APPELLANTS DESIGN FROM THE PRIOR ART 

Two other features, the rounded comers and the 
folded crank, have been urged as distinguishing the 
design in issue. The Patent Office contends that not 
only are these merely details which contribute little to 
the general appearance of the design as a whole, but 
further, that they are both completely conventional and 
that the latter is purely utilitarian in nature and thus 
not entitled to consideration in a design case. 

Although the expedient of rounding comers is shown 
to be old in the Motorola reference and to a lesser 
extent in the Harrison reference itself, this is such 
well-established practice in the design art as to need 
no citation of art for anticipation. This exact point 
was ruled upon in a recent decision of the Court of 
Customs and Patent Appeals, In re Johnson, Jr., .36 
CCPA 1175, 175 F. 2d 791, where the court stated: 

“Appellant has merely impressed upon the fun¬ 
damental configuration of ‘Utica No. 1300’ or 
Mihan the modification of curved surfaces and 
rounded comers and edges already in use in 
articles of the same class to which appellants 
design is applied, or obvious expedients to a de¬ 
signer skilled in the art. We agree with the Board 
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that invention was not required in the production 
of the appealed design.” 

In the case of Shoe Form Company, Inc. v. Irwin 
Corp., 71 USPQ 144, the court dealt specifically with 
the expedient of rounding the corners of a box by 
stating: 

“I should suppose that not even the traditions 
of the patent law require the citation of art for 
such commonplace features” 

The contention by the appellant that rounding the 
Harrison Co. comers would be incompatible with, and 
destroy, its rectangular “motif” would seem to be 
completely without merit. This overlooks the fact 
that the reference comers are somewhat rounded as 
shown, and any further streamlining would be merely 
an extension of a teaching already to be found therein. 

Referring to folded crank feature, it is axiomatic 
in design patent law that parts of a design which con¬ 
tribute nothing to the pleasing appearance, but must 
be included because of the use to which the device is 
to be put, can take no part in the consideration of the 
patentability of the design. An example of a clear 
statement on this point can be found in In re Montagne, 
19 CCPA (Patents) 880, 55 F. 2d 486, the court 
holding: 

“The mere fact that the designs here sought to 
be patented may involve some mechanical or 
utilitarian function does not render them unpatent¬ 
able. However, in all cases, the invention must 
relate to the design and be distinguished from the 
mechanical functions involved. North British 
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Rubber Co. v. Racine Rubber Tire Co., 271 Fed. 
936.” 

In tbe case of In re Eifel, 17 CCPA 582 the same 
court held: 

“The commissioner further said that the claim 
was rejected: 

*. . . on the ground that the design is not 
patentable over the disclosures of the cited 
patent; also that such differences as exist are 
for utilitarian rather than ornamental pur¬ 
poses.’ 

The rejection by the Commissioner seems to be 
based on well settled principles.” 

That the appellant’s crank adds nothing to the 
design and merely serves a utilitarian function would 
appear to be obvious and is further emphasized by 
the appellant’s inability at the trial to dispute the 
fact (19, 20, 21). 

Quite aside from the fact that it is inapposite in a 
design case, it should be noted that folded crank 
handles are old as shown by the British patent (De¬ 
fendant’s exhibit 1) in which the handle “m”, “m' ”■ 
folds along the side of the cabinet in exactly the manner 
claimed by the appellant. 

THE FACT THAT APPELLANT'S DESIGN IS A PHONOGRAPH HAS NO 
BEARING ON THE QUESTION OF PATENTABILITY 

Throughout the record in the case, it will be found 
that the appellant has urged patentability of his design 
on the ground that he is the first to produce a small, 
compact phonograph casing adapted to be carried on 
the person. With equal vigor the Patent Office has 
contended that neither the size, the method of use or 
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the fact that it is a phonograph are factors which are 
germane to the issue. In in re Zonenstein, 36 CCPA 
345,172 F. 2d 599, the court makes the flat statement: 

“The fact that the appellant’s article is applied 
to a lipstick, whereas the disclosure in the patent 
to Wolfe is applied to the wrist, is not material 
so far as the question of patentability of the design 
is concerned. Patentability of a design cannot be 
predicated on size or utility.” 

The real question is whether the appellant has 
produced a casing, regardless of size or use, which is 
inventively different from the Harrison Wholesale 
Co. cabinet in view of Philco. It is believed that the 
record will.show that appellant has been unable to 
point out such a difference between his design and 
the prior art as would justify the grant of a patent. 

In his brief (Br. 9), the appellant calls attention to 
a so-called “aberration” of the Patent Office in its 
handling of design cases. By his own admission 
therein, any change of policy which took place applied 
only to the “more common articles of manufacture” 
where eye-appeal has always been considered secon¬ 
dary to utility. This classification can hardly be 
applied to the field embraced by the instant design, 
where appearance is traditionally paramount On the 
other hand, it is submitted that the evidence presented 
in this case and the proceedings in the Patent Office 
show a clear case of lack of invention over the prior 
art and that in the light of the authorities this would 
have been the decision whether the case had been 
adjudged before, during or after any such change in 
Patent Office policy. 



13 


CONCLUSION 

For the reasons given, it is submitted that the 
present case involves nothing more than the applica¬ 
tion of a known grille opening to a corresponding 
feature in an old cabinet, that the other features of 
the design are not only conventional, but are not per* 
suasive of patentability in a design case and that the 
lower court properly held the application to be lacking 
in invention. 

Respectfully submitted, 

E. L. Reynolds, 

Solicitor, United States Patent Office, 

Attorney for Appellee . 

S. W. Cochran, 

Of Counsel. 

October 1950. 
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